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TRADE-MARK PROTECTION 
and UNFAIR TRADING 


By WALTER J. DERENBERG 


Assistant Secretary, U. S. Trade-Mark 
Association; Lecturer on the Law 
Trade-Marks, N. Y. University 


Presenting the modern law and its re- 
cent development in such manner as to 
enable the lawyer to give practical, re- 
liable advice to the business world on 

Trade-marks 
Trade names 
Unfair competition 
Good will 

Trade secrets and 
Allied matters 


In addition to the comprehensive cov- 
erage of the subject in general, the book 
deals in particular with certain vitally im- 
portant aspects of trade-mark protection 
which are not treated in any other book,— 
the advisability and effect of state reg- 
istration, the protection of foreign owned 
trade-marks, the present relationship be- 





tween the Patent Office and the courts in 
trade-mark matters, the influence exerted 
by the Federal Trade Commission, etc., etc. 

It is the only modern work presenting 
a broad survey of the law of trade-marks 
and unfair competition - - supported 
throughout with the leading modern cases. 


Comment by EDWARD S. ROGERS 
of the Chicago Bar— 


“May I express my appreciation of 
Doctor Derenberg’s work. It is char- 
acterized by an understanding of pres- 
ent day conditions, diligence in collect- 
ing material from unfamiliar sources, 
and a critical sense of the value of the 
material collected. . . . The logical 
arrangement of Doctor Derenberg’s 
work and the method of treatment I 
believe will commend itself to the Bar. 
It certainly has to me.” 
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and attach it to the Binder. 
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LANDERS, FRARY & CLARK V. UNIVERSAL COOLER CORP. 591 


Lanpers, Frary & Cxiark v. UNiversat Coo_er CorpPorRAtTION, 
ET AL. 


United States Circuit Court of Appeals, Second Circuit 
July 6, 1986 


Trape-Marks—Extent or Use. 
One who has established his mark upon one kind of goods may pre- 


vent another from using it upon another kind, if the latter is not too 
foreign to the first. 


Trape-Marxks—“UNIveRSAL” AND “UNIVERSAL CooLer” ON REFRIGERATORS— 

Restrictions oN Ricut or First User. 

Plaintiff had for many years used the word “Universal” as a trade- 
mark on electric household appliances, but had never used it on re- 
frigerators. Defendant and its predecessor had, beginning in the year 
1924, used the words “Universal” and “Universal Cooler” on electric re- 
frigerators, sold either as bare units or as complete with cabinets. 
Plaintiff first heard of defendant’s use of the word “Universal” on 
refrigerators in 1926, and, after several mild protests to which defend- 
ant gave no heed, brought suit in June, 1934. Held that, inasmuch as 
plaintiff had permitted defendant to build up at great expense a large 
business in “Universal” refrigerators and had made no effective pro- 
test, it had no right to an injunction, particularly as it had consented 


to the use by defendant of the word “Cooler” in connection with the 
name “Universal.” 


In equity. Action for alleged trade-mark infringement. From 


a decision of the United States District Court, Eastern District of 
New York, both parties appeal. Affirmed. 


Bartlett, Eyre, Scott & Keel, of New York City (John P. Bart- 
lett, George N. Robillard, and Richard Eyre, all of New 
York City, of counsel), for plaintiff. 

Pennie, Davis, Marvin & Edmonds, of New York City (George 
E. Middleton, of New York City, Edwin C. Lewis, of 
Detroit, Mich., and Ernest H. Merchant, of New York City, 
of counsel), for defendants. 


Before L. Hann, Swan, and Cuasz, Circuit Judges. 


L. Hann, C. J.: This is a suit to prevent the use upon electric 
refrigerators of the word, “Universal,” which the plaintiff had used 
for many years in the sale of other electric household appliances of 
many kinds. The defendant counterclaimed to enjoin the plain- 
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Lanpers, Frary & Ciark v. UNiversat CooLter CorPorRATION, 
ET AL. 


United States Circuit Court of Appeals, Second Circuit 
July 6, 1986 


Trape-Marks—ExtTent or Use. 

One who has established his mark upon one kind of goods may pre- 
vent another from using it upon another kind, if the latter is not too 
foreign to the first. 

TrapE-Marks—“UNIversAL” ano “UNIVERSAL CooLer” ON REFRIGERATORS— 

Restrictions oN Ricut or First User. 

Plaintiff had for many years used the word “Universal” as a trade- 
mark on electric household appliances, but had never used it on re- 
frigerators. Defendant and its predecessor had, beginning in the year 
1924, used the words “Universal” and “Universal Cooler” on electric re- 
frigerators, sold either as bare units or as complete with cabinets. 
Plaintiff first heard of defendant’s use of the word “Universal” on 
refrigerators in 1926, and, after several mild protests to which defend- 
ant gave no heed, brought suit in June, 1934. Held that, inasmuch as 
plaintiff had permitted defendant to build up at great expense a large 
business in “Universal” refrigerators and had made no effective pro- 
test, it had no right to an injunction, particularly as it had consented 
to the use by defendant of the word “Cooler” in connection with the 
name “Universal.” 


In equity. Action for alleged trade-mark infringement. From 


a decision of the United States District Court, Eastern District of 
New York, both parties appeal. Affirmed. 


Bartlett, Eyre, Scott & Keel, of New York City (John P. Bart- 
lett, George N. Robillard, and Richard Eyre, all of New 
York City, of counsel), for plaintiff. 

Pennie, Davis, Marvin & Edmonds, of New York City (George 
E. Middleton, of New York City, Edwin C. Lewis, of 
Detroit, Mich., and Ernest H. Merchant, of New York City, 
of counsel), for defendants. 


Before L. Hann, Swan, and Cuass, Circuit Judges. 


L. Hann, C. J.: This is a suit to prevent the use upon electric 
refrigerators of the word, “Universal,” which the plaintiff had used 
for many years in the sale of other electric household appliances of 
many kinds. The defendant counterclaimed to enjoin the plain- 
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tiff’s use. A predecessor of the defendant, the Universal Cooler 
Company, had been organized in the year 1923, and began to manu 
facture refrigerators in the spring of 1924. These were sold in 
two ways: either as bare “units” to manufacturers who put them 
in their own cabinets, marked with their own names, or direct to 
the trade in cabinets, bought by the defendant and marked “Uni- 
versal Cooler.” Only the last are here in issue. The sales of all 
sorts were not large during the years 1924-25; 644 bare “units” 
and fifty-seven “Universal” cabinets. In October, 1925, the 
present defendant was organized and took over the business of the 
old company in 1926. Since that time and up to September 30, 
1934, it has manufactured and sold 112,000 bare “units” and 31,000 
cabinets, an average of about 1,600 a year until 1932, when the 
number began greatly to increase, so that for the year ending 
September 30, 1934, it was over 10,000. The plaintiff's position 
is that, as it had been for many years in the field of electrical 
household appliances of all sorts, sold under the name, “Uni- 
versal,’ it can protect that word against use upon any new appli- 
ance of the same general kind, even though it has not yet made or 
sold it. The defendant answers that a word such as ‘Universal,’ 
drawn from common speech and descriptive, unlike a coined word, 
will protect no more than the goods on which it has been actually 
used. Besides it argues, the plaintiff gave it implicit assurance 
before the bill was filed in 1934 that it would not interfere with 
the name, and it has built up its business in reliance upon this. For 
these reasons it claims to be itself the owner of the word, “Uni- 
versal,” upon refrigerators, and it seeks an injunction against the 
plaintiff. 

The plaintiff first heard of the defendant’s business some time 
in the spring of 1926, when the defendant began to advertise on a 
large scale, occupying a full page of the Saturday Evening Post on 
April 3, 1926. On May 13 the plaintiff's attorneys wrote, saying 
that the plaintiff had for long been selling household appliances 
under the name, “Universal,” many of them electrical, so that the 
word had come to mean its manufacture; that for some time in the 


past it had been preparing the manufacture of electrical refrigera- 
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tors which it proposed to sell under that name; and that it had 
succeeded to the business of a well-known firm from whom it had 
bought the trade-mark, “Universal,” and who had used it upon 
wooden refrigerators. For these reasons it declared that the de- 
fendant was “open to the charge of infringement,” and in substance 
it requested it to abandon the word. (The business of which the 
plaintiff spoke in this letter was that of the American Wringer 
Company, which in 1926 sold to the plaintiff its trade-mark, “Uni- 
versal,’ for use on electrical refrigerators; but as the sale was 
gross, nothing passed.) By the summer of 1931 the plaintiff had 
not yet perfected its electric refrigerator; one difficulty was in get- 
ting a suitable compressor. The defendant controlled the Climax 
Company, which made a compressor that the plaintiff thought 
might serve; and the parties met in August of that year, at which 
time the plaintiff proposed to buy a substantial block of the de- 
fendant’s shares, and that the two should manufacture in common. 
On August 28, after this interview, it wrote a letter to straighten 
out some matters not dealt with orally. Especially it spoke of the 
use of the word “Universal,” declaring that that would not “bother 
us much” unless the plaintiff went into the refrigerator business 
itself; in that event it could not see how it could successfully estab- 
lish a dealer who could sell refrigerators if the defendant was sell- 
ing a “Universal Cooler” in the same territory; the plaintiff ought 
then to be the only one to sell the “Universal” refrigerators. The 
plaintiff did buy over 6,000 of the defendant’s shares for about 
$26,000, and became one of its largest stockholders; but the Climax 
compressor did not turn out well, and the parties never engaged in 
joint manufacture or distribution. On April 19, 1932, after this 
proposal had fallen through, the plaintiff again wrote, speaking of 
its own prospects in refrigerators, and asking whether the defend- 
ant could not manufacture them for it, using the plaintiff's com- 
pressors; nothing was said about stopping the use of the word, 
“Universal.” To this the defendant replied on the twenty-first 
saying that it was manufacturing in its new plant, buying its own 
cabinets and so forth; it discussed the general conditions in the in- 


dustry, and declared that its own operations were encouraging and 
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that its sales showed a 60 percent increase; it made no direct 
answer to the proposal of the defendant except to suggest that 
there might be an interview. Not before the end of the year 1932, 
or the beginning of 1933, did the plaintiff make any real complaint, 
and even then it would have been content with the use of the 
phrase, “Universal Cooler.”” Yet on April 1, 1988, apparently out 
of the blue, it sued a distributor to suppress the word, “Universal,” 
altogether. That suit was dismissed by consent, though “without 
prejudice,” and the record tells nothing more about it; neither 
when it was dismissed, nor why. So far as appears, it had been 
no more than a gesture and after its dismissal the event need not 
have disturbed the defendant’s supposition that no real attempt 
would be made to stop the use, then seven years old, of a mark 
upon which its business had been founded. This suit was brought 
on June 27, 1934. The judge held that the defendant was free 
to use the word, “Universal,” on its refrigerators, but must add the 
suffix, “Cooler,” as it had offered to do. Both parties appealed. 
It has now become settled that a man who has established his 
mark upon one kind of goods may prevent another from using it 
upon another kind, if that be not too foreign to the first. The 
earliest instance we have found is Collins Co. v. Ames §& Sons Cor- 
poration (C. C. A.), 18 F. 561, where Mr. Justice Blatchford while 
a Circuit Judge so ruled in 1882, without giving extended reasons. 
His decision has been frequently followed. Godillot v. American 
Grocery Co. (C. C.), 71 F. 878; Florence Mfg. Co. v. Dowd Co., 
178 F. 78 (C. C. A. 2 [1 T.-M. Rep. 289]); Aunt Jemima Mills 
Co. v. Rigney & Co., 247 F. 407, L. R. A. 1918C, 1089 (C. C. A. 2) 
[8 T.-M. Rep. 168]; E-Z Waist Co. v. Reliance Mfg. Co., 52 App. 
D. C. 291, 286 F. 461 [18 T.-M. Rep. 96]; Anheuser-Busch v. 
Budweiser Malt Products Corporation, 295 F. 806 (C. C. A. 2) 
[13 T.-M. Rep. 198]; Yale Electric Corporation v. Robertson, 26 
F. (2d) 972 (C. C. A. 2) [16 T.-M. Rep. 282]; Duro Co. v. 
Duro Co., 27 F. (2d) 889 (C. C. A. 8) [18 T.-M. Rep. 4380]; 
Waterman Co. v. Gordon, 72 F. (2d) 272 (C. C. A. 2). At times 
it has been suggested that the new goods must be of the same 
“class” as those sold by the first user of the mark. Layton Pure 
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Food Co. v. Church & Dwight Co., 182 F. 85, 82 L. R. A. (N. S.) 
274 (C. C. A. 8); Rosenberg Bros. & Co. v. Elliott, 7 F. (2d) 962 
(C. C. A. 8) [15 T.-M. Rep. 479]; Kassman § Kessner v. Rosen- 
berg Bros. Co., 56 App. D. C. 109, 10 F. (2d) 904 [16 T.-M. Rep. 
131]. For purposes of registration there may be something in the 
distinction, but not otherwise unless “class’’ be used in a very 
general sense, and even then it is important merely as evidence of 
the only really relevant fact: the trade significance of the mark or 
name. The right is based upon the interest which a man has in the 
reputation which accompanies any name identified with himself. 
He need not subject that reputation to the hazard of others; any- 
one who wishes to use the name must show a weightier interest. 
The right is also based upon the interest one has in extending his 
trade in markets which already identify him with his mark. Unless 
he can stop in limine its use by others, he may find, when he tries 
so to reach out, that the market has unlearned its lesson. The 
divergence of the goods to which the mark may be extended, from 
those on which it has been used, can therefore be important only 
because as it increases, the probability decreases that the market 
will suppose that it continues to mean the old source, or that its 
owner will in fact ever enter the new field. 

The suggestion has at times also been made that the doctrine 
does not apply to a mark which is not coined, and it is on this that 
the defendant, apparently relies. Pabst Brewing Co. v. Decatur 
Brewing Co., 284 F. 110 (C. C. A. 7) [18 T.-M. Rep. 1]; France 
Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 304 (C. C. A. 2); 
Treager v. Gordon-Allen, Ltd., 71 F. (2d) 766 (C. C. A. 9) (24- 
119). We do not agree; so far as France v. Washburn-Crosby 
Co., supra, says anything to the contrary, it was obiter. It is quite 
true that, just as a coined word is easier to protect than a word of 
common speech upon goods on which the owner has used it, so it is 
easier to prevent its use upon other kinds of goods. The pro- 
prietary connotation—‘secondary meaning’—of a word of com- 
mon speech is harder to create and easier to lose, and its fringe or 
penumbra does not usually extend so far as that of a coined word. 
But that is matter of proof and of that alone; if the owner can in 
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fact show that the fringe does extend to other goods there is no 
reason why his interest should not be recognized. His interest is 
exactly the same as though the mark were a coined word (his 
reputation and his chance to extend his sales) ; and while the plagia- 
rist has a better excuse because the law recognizes that all have 
an interest in the free use of the language, the conflict is between 
the same interests as when the owner seeks to protect the name 
upon goods which he has sold. It would therefore be wrong to 
make any absolute distinction between coined, and colloquial, names. 
Nor do such cases as Hanover Star Milling Co. v. Metcalf, 240 
U. S. 403, 36 S. Ct. 357, 60 L. ed. 713 [6 T.-M. Rep. 149], and 
United Drug Co. v. Restanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 
L. ed. 141 [9 T.-M. Rep. 1], offer any difficulty. These only hold 
that a man may not protect a mark in markets where he has never 
sold; they turn upon the fact that the wrong is in diverting cus 
tomers by deception and that it cannot be a deception to use a 
mark among eustomers who do not know its proprietary connota- 
tion. The doctrine here at bar applies to markets where the mark 
is already known; it presupposes the existence of customers to 
whom the identity of the owner is already familiar, and a possible 
confusion for that reason. There is no conflict between the two 
doctrines. 

In the case at bar there was no reason why the defendant, when 
it began to manufacture in 1926, should have chosen a mark which 
had already come to signify the plaintiff in the sale of many sorts 
of electrical household appliances; it had no interest in the word. 
True, “Universal” had already been applied to every conceivable 
kind of goods, but that was material only as evidence of whether 
it did in fact mean the plaintiff here. Arguendo we will therefore 
take it that, had the plaintiff pressed its claims in May, 1926, it 
would have succeeded. It did not do so. On the contrary for five 
years it did nothing at all, and during those years the defendant's 
business had grown to a very substantial size. It had invested 
probably about $100,000 in advertising—in all of which the word 
“Universal” appeared—and its capital investment had _ nearly 
doubled; it had grown from about $500,000 to $900,000. In the 
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face of an unequivocal declaration that the defendant must not use 
the mark this might not have served, but the plaintiff had not 
made any such. The letter of May 13, 1926, was no more than a 
friendly suggestion, and closed with a request only that the defend- 
ant would consider the claim, and “communicate with us at your 
earliest convenience.” The defendant never did communicate, per- 
haps because the management changed not long after, and its 
silence, whatever the reason, ought to have aroused more than 
suspicion that it did not mean to stop. On the other hand the 
defendant, even though charged with notice, finding that the plain- 
tiff did not press the matter further, and considering its precatory 
tone, had every reason to suppose that it did not mean to do any- 
thing further; that it did not really regard itself as aggrieved. More- 
over, the plaintiff knew of the increase in the defendant’s business, 
and must have understood either that it meant to test the defendant's 
claims, or that it had read the letter as no more than a friendly re- 
quest. It appears to us, therefore, that the suit would probably 
have been already too late in 1931. 

However that may be, there can be no doubt that what followed 
closed the door. We have recited the negotiations in the summer 
of 1931. While they were on, the plaintiff ought perhaps not to be 
charged with asserting its rights; and the letter of August 28, 1931, 
was a reasonable suggestion for a modus vivendi. But the negotia- 
tions ended before the next April and the defendant’s letter of the 
twenty-first showed that it was doing a brisk and increasing busi- 
ness, among other things in cabinets. The subsequent inaction 
gave an added assurance, on the faith of which between the sum- 
mer of 1981 and the first of July, 1934, the defendant spent over 
$40,000 in advertising. It seems to us immaterial that all this, 
and indeed all the advertising after 1926, was to the trade. The 
name so broadcast was applied to the cabinets, and the dealers 
would press their sale under that name, and indeed would probably 
distribute the broadsides among customers, as well as themselves 
advertise in local papers. That being true, it is not important 
that some of the money may have been spent to advance the other 


and larger part of the business. We need not speculate on the 
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proportions of the division; it is apparent that on any showing the 
defendant spent large sums in reliance upon its apparent immunity, 
manifested in many ways. Moreover, the estoppel need not de 
pend upon expenditure alone. When for eight years one plans 
one’s business on the assumption that one may use a mark, it is a 
grave dislocation of the business to stop its use; the whole selling 
organization must be re-cast and the market re-educated; nobody 
can estimate what the losses may be. No doubt if the defendant 
had gone ahead defiantly and fraudulently this would not count; 
nothing would. Menendez v. Holt, 128 U. S. 514, 582, 9 S. Ct. 
148, 82 L. ed. 526; Sazlehner v. Eisner & M. Co., 179 U.S. 19, 89, 
21S. Ct. 7, 45 L. ed. 60. But it did not do that; the new manage- 
ment knew nothing of the protest, if it can be called such; it was 
morally innocent, and it was given repeated assurance that it might 
go ahead. Equity will not upset what has been founded upon such 
solid ground; the plaintiff has itself to thank for any confusion 
which may result; it is too late after all these years now to restore 
the parties to their relative positions at the outset. 

As to the defendant’s counterclaim the same considerations apply. 
It knew that the plaintiff proposed to use the same word on its 
refrigerators which it used on everything else; it said nothing, 
and expressly promised to use the suffix. 

Decree affirmed. 


Tue Atappin ManvuFracturinG Co. v. THe Mantie Lamp Com- 
PANY OF AMERICA 


United States Circuit Court of Appeals, Seventh Circuit 
October 18, 1936 


Trape-Marxs anp Unram Competition—Svuits—AccounTING AND Dam- 

AGES. 

Where, in an action for trade-mark infringement and unfair com- 
petition, a decree had been entered by the court granting plaintiff the 
injunction prayed, but omitting any reference to damages, held that 
reference for the accounting should cover not only the issue of damages 

and profits, but also include any evidence which would justify the 
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allowance of exemplary as well as compensatory damages. Said decree 

should also permit appellant to introduce evidence which tends to 

establish laches, estoppel or any other defense which would bar, or 

mitigate the amount of, damages which appellee might otherwise re- 

cover. 

In equity. Appeal from a decision of this court, praying for 
an accounting for profits and damages. Reversed. 


George I. Haight, and W. H. F. Millar, both of Chicago, II1L., 
for appellant. 
Maurice S. Cayne, of Chicago, IIll., for appellee. 


Before Evans and Sparks, Circuit Judges, and Linp.tey, Dis- 
trict Judge. 


Per Curiam: Appellant seeks reversal of the decree which 
was entered in the above cause following the filing of the mandate 
of this court (78 F. (2d) 426) in the District Court. 

It is by appellant argued that the decree should be limited to 
an injunction against future infringement of appellee’s trade-mark 
and the further practice of unfair trade methods. It denies that 
an accounting of appellant’s profits, or damages which the appellee 
may have suffered, should be included in the decree. 

An examination of the mandate and the opinion of this court 
shows that we unfortunately omitted any and all reference to 
damages. However, directions were given to enter a decree in 
accordance with the views expressed in the opinion and we agree 
with the district judge that such views necessitated the inclusion 
of an accounting of profits and damages. 

Appellant now argues that the record affirmatively shows 
laches on appellee’s part sufficient to bar its right to recover dam- 
ages or profits. It was our belief, and we should have expressed 
ourselves more specifically and directly, that the reference for the 
accounting should cover not only the issues of damages and profits 
but also include any evidence which would justify the allowance 
of exemplary as well as compensatory damages. It should also 
permit appellant to introduce evidence which tends to establish 
laches, estoppel or any other defense which would bar, or mitigate 
the amount of, damages which appellee might otherwise recover. 
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While the decree which was entered by the District Court is 
capable of such construction, we think, for the sake of clarity and 
because of the failure of and previous opinion to direct an account- 
ing that the decree should be reversed, and it is reversed, with the 
direction that on the accounting appellee should be permitted to 
introduce any and all evidence bearing upon the amount of its r 







covery either as profit or damage, compensatory or exemplary, and 
that appellant should be permitted to offer any evidence which 
would tend to defeat or restrict the amount otherwise recoverable. 
Each side shall pay the costs by it incurred on this appeal. 













Hyaienic Propucts Company v. Cor, COMMISSIONER OF PaTENTs 


United States Court of Appeals for the District of Columbia 
June 1, 1936 






Trape-Marks—REGIsTRATION—APPEAL FROM DECISION 

Unper Section 4915 R. S. 

The remedy by appeal under Section 4915 R. S. from a decision of 
the Commissioner of Patents relating to trade-marks held alternative, 
rather than cumulative. When, therefore, an applicant is not satisfied 
with the Commissioner’s decision, he may appeal to the United States 
Court of Customs and Patents Appeals or file an appeal in equity, but 
may not do both. 

Trape-MarKks—Co or. 

Color may constitute a valid trade-mark if it is impressed or shown 

in a particular design. 
Trape-M arxs—CoLtor—REGIsTRABILITY. 

A trade-mark consisting of a rectangular yellow panel bounded by 
a contrasting dark blue border, held entitled to registration. The fact 


that the said panel enclosed other trade-marks and descriptive matter 
held immaterial. 


oF COMMISSIONER 



















From a decree of the Supreme Court of the District of Colum- 
bia, dismissing plaintiff's bill, plaintiff appeals. Reversed and re 
manded. 










Randolph C. Richardson, of Washington, D. C., and Harry 

Frease, of Canton, Ohio, for appellant. 
T. A. Hostetler and R. F. Whitehead, both of Washington, 
D. C., for appellee. 
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Before Martin, Chief Justice, and Ross, VAN OrspeL, GRONER, 


and STEPHENS, Associate Justices. 


Van Orsvet, A. J.: Appellant company, plaintiff below, ap- 
peals from a decree of the Supreme Court of the District of Colum- 
bia dismissing its bill in a suit brought under section 4915, R. S., 
as amended (35 U.S. C. A., § 63), to require the Commissioner of 
Patents to register a trade-mark for cleaning powder for water- 
closet bowls and automobile radiators. 

At the threshold we are confronted with a question of jurisdic- 
tion; namely, whether a defeated applicant for registration of a 
trade-mark must first appeal from the decision of the Commissioner 
of Patents to the United States Court of Customs and Patent 
Appeals, and whether, if he is there unsuccessful, he may then 
proceed in equity under section 4915, R. S., as amended (35 
U.S. C. A., § 63). Our recent decision in Parker-Kalon Corpora- 
tion v. Coe, — App. D. C. —, — F. (2d) — [26 T.-M. Rep. 79], 
decided November 4, 1935, sustains this view. That decision, on 
the other hand, is challenged as being in conflict with former de- 
cisions of this court and of the Supreme Court of the United States. 
Appellant avers in its bill of complaint that “no appeal from the 
refusal of the Commissioner of Patents has been taken to the 
United States Court of Customs and Patent Appeals.” This was 
alleged as ground of jurisdiction in the court below. 

In determining this question, it is proper briefly to review the 
state of the law prior to the Act of Congress of March 2, 1927 
(44 Stat. 1335). Section 9 of the Trade-Mark Act of 1905 (33 
Stat. 727, 15 U. S. C. A., § 89), provided as follows: 

If an applicant for registration of a trade-mark, or a party to an inter- 
ference as to a trade-mark, or a party who has filed opposition to the 
registration of a trade-mark, or a party to an application for the cancella- 
tion of the registration of a trade-mark, is dissatisfied with the decision of 
the Commissioner of Patents, he may appeal to the Court of Appeals of 
the District of Columbia, on complying with the conditions required in 
case of an appeal from the decision of the commissioner by an applicant 
for patent, or a party to an interference as to an invention, and the same 


rules of practice and procedure shall govern in every stage of such pro- 
ceedings, as far as the same may be applicable. 
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Section 4915, R. S. (35 U. S. C. A., § 63), prior to the Act of 
March 2, 1927, provided that, where an application for a patent 
was refused by the Commissioner of Patents, appeal lay to the 
Court of Appeals of the District of Columbia, and that if the 
applicant were there defeated, he might then proceed by bill in 
equity in “the court having cognizance thereof.” 

In this situation, the right of an applicant for registration of a 
trade-mark, whose claim had been denied by the Court of Appeals 
of the District of Columbia on appeal from the Commissioner of 
Patents, to proceed in equity under section 4915 was very fully 
reviewed by Chief Justice Taft in American Steel Foundries v. 
Robertson, 262 U. S. 209, 43 S. Ct. 541, 67 L. ed. 958 [18 T.-M. 
Reu. 289], and was affirmed in the later case of Baldwin Co. v. 
Robertson, 265 U. S. 168, 44 S. Ct. 508, 68 L. ed. 962 [14 T.-M. 
Rep. 399]. In the latter case the Court of Appeals of the District 
of Columbia (Robertson v. U. S., 52 App. D. C. 868, 287 F. 942 
[13 T.-M. Rep. 109], directed the dismissal of a bill in equity in 
the Supreme Court of the District on the ground that the court 
was without jurisdiction to review in equity the decision of the 
Commissioner of Patents in a trade-mark proceeding. In other 
words, we held that the right to proceed in equity, under section 
4915, applied only to patent cases. The Supreme Court reversed 
the decision of this court and held that the right to proceed in 
equity under section 4915, R. S., applied to both patent and trade- 
mark proceedings. In the course of its opinion the Supreme Court 
said (265 U. S. 168, at page 179, 44 S. Ct. 508, 509, 68 L. ed. 962): 

We have held that the assimilation of the practice in respect of the 
registration of trade-marks to that in securing patents as enjoined by 
section 9 of the Trade-Mark Act makes section 4915, R. S., providing for 
a bill in equity to compel the Commissioner of Patents to issue a patent, 
applicable to a petition for the registration of a trade-mark when rejected 
by the Commissioner. American Steel Foundries v. Robertson, 262 U. S. 


209, 43 S. Ct. 541, 67 L. ed. 953; Baldwin Co. v. Howard Co., 256 U. S. 35; 
Atkins & Co. v. Moore, 212 U. S. 285, 291, 29 S. Ct. 390, 53 L. ed. 515. 


After pointing out the four grounds enumerated in section 9 
of the Trade-Mark Act (15 U. S. C. A., § 89), on which appeal 
lies to the District Court of Appeals, the court said: 
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The next inquiry is whether, in addition to such appeal and after it 
proves futile, the applicant is given a remedy by bill in equity as provided 
for a defeated applicant for a patent in section 4915, R. S. We have in 
the cases cited given the closing words of section 9 a liberal construction 
in the view that Congress intended by them to give every remedy in 
respect to trade-marks that is afforded in proceedings as to patents, and 
have held that under them a bill of equity is afforded to a defeated appli- 
cant for trade-mark registration just as to a defeated applicant for a 
patent. It is not an undue expansion of that construction to hold that the 
final words were intended to furnish a remedy in equity against the Com- 
missioner in every case in which by section 9 an appeal first lies to the 
Court of Appeals. 

This decision clearly determined, in the light of the law as it 
then existed, that there was no distinction between a patent and a 
trade-mark case under the parallel procedure provided by section 
4915, R. S., and section 9 of the Trade-Mark Act. 

This brings us to a consideration of the Act of March 2, 1927, 
§ 8, 44 Stat. 1336, whereby section 4911, R. S., was amended (see 
35 U.S. C. A., § 58a) to read, in part, as follows: 


e 


If any applicant is dissatisfied with the decision of the board of 
appeals, he may appeal to the Court of Appeals of the District of Columbia, 
in which case he waives his right to proceed under section 4915 of the 
Revised Statutes. 


This ended the right of double appeal in patent cases, first to 
the Court of Appeals of the District of Columbia and, if there de- 
feated, through a suit in equity under section 4915. The same 
act (44 Stat. 13836, § 11, see 35 U. S. C. A., § 63), amended section 
4915, prescribing the procedure to be followed in the event an 
applicant for a patent, which has been refused by the Commis- 
sioner, elects to proceed in equity instead of by appeal to the 
Court of Appeals of the District of Columbia. 

It will be observed that under this act provision was made for 
an alternative proceeding, either by appeal from the Board of 
Appeals in the Patent Office to the Court of Appeals of the Dis- 
trict of Columbia, or by a direct proceeding by bill in equity; but 
the applicant is in no case entitled to the benefit of both remedies. 
If he prosecutes his appeal to the Court of Appeals, he waives his 
remedy in equity. If he does not prosecute his appeal, he may 
proceed in equity. While section 4915 is amended in some other 
particulars relating merely to procedure, there is nothing which 
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could possibly operate to change the interpretation placed upon 
it with reference to trade-marks by the Supreme Court in the 
Baldwin Case. Section 9 of the Trade-Mark Act was not in any 
manner changed or affected by the Act of March 2, 1927. 

Considering now the Act of March 2, 1929 (45 Stat. 1475), we 
find that section 4915 and section 9 of the Trade-Mark Act were 
amended thereby in only one particular, as follows: 


The jurisdiction now vested in the Court of Appeals of the District of 
Columbia in respect of appeals from the Patent Office in patent and trade- 
mark cases is vested in the United States Court of Customs and Patent 
Appeals. 

.... and [Section] 4915 (section 63, title 35, United States Code [35 
U.S. C. A § 63]) of the Revised Statutes, as amended, and section 9 of the 
Act entitled “An Act to authorize the registration of trade-marks used 
in commerce with foreign nations or among the several States or with Indian 
tribes, and to protect the same,” approved February 20, 1905 (United 
States Code, title 15, section 89 [15 U. S. C. A. § 89]), are amended by 
striking out the words “Court of Appeals of the District of Columbia” 
wherever they occur therein and inserting in lieu thereof the words “United 
States Court of Customs and Patent Appeals” in each instance. Section 2. 


This is the only change in section 4915 and in section 9 of the 
Trade-Mark Act since the decision in the Baldwin Case. No 
legislation has been enacted since then changing the rule of parallel 
procedure laid down by Chief Justice Taft. 

This interpretation of section 9 of the Trade-Mark Act, and of 
the right thereunder to proceed in equity as above suggested, is in 
full accord with the opinion of this court in Alerandrine v. Coe, 
63 App. D. C. 227, 71 F. (2d) 848, 350 [24 T.-M. Rep. 370], 
wherein Mr. Justice Robb, following the rule of parallel procedure 
laid down in the Baldwin Case, said: 


Under the provisions of section 9 of the Trade-Mark Act, as amended, 
and section 4915, R. S., as amended, appellant in the cancellation proceed- 
ing, had it so elected, might have prosecuted an appeal to the United 
States Court of Customs and Patent Appeals. ... The filing of a bill in 
equity is an alternative remedy and, under the authority of the Baldwin 
Case, properly may be brought against the Commissioner here. 

One of the questions considered in the Parker-Kalon Case was 
whether or not a double remedy, first to the Court of Customs and 
Patent Appeals, and then, if there defeated, through equity to this 
court, was the proper procedure to be pursued in a trade-mark 


opposition case. We held that to be the proper procedure. 





















ba ceed, 


PRGA S - 


ne, 





ee = a 







HYGIENIC PROD. CO. V. COE, COMM. OF PATENTS 605 





That the Parker-Kalon Case came within the ruling in the 
Baldwin Case we think is beyond question. In this situation, we 
are constrained to overrule our decision in the Parker-Kalon Case 
and to sustain the general rule, established under the decision in 
the Baldwin Case, that an appeal from proceedings under section 9 
of the Trade-Mark Act lies either to the Court of Customs and 
Patent Appeals or through equity in the proper District Court of 
the United States, and that these are mutually exclusive remedies, 
both of which cannot be availed of by the party defeated in the 
Patent Office. 

The trade-mark in the present case consists of a rectangular 
yellow panel, bounded by a contrasting dark blue border, applied 
to the can or other package containing the goods. The right to 
register was refused by the Examiner of Trade-Marks “on the 
ground that what is claimed as a trade-mark is not in fact a trade- 
mark, i.e., that it is not such a device as would ordinarily indicate 
to the public origin or ownership of the goods.” The Assistant 
Commissioner of Patents affirmed the decision of the Examiner on 
the further ground that the public would regard the panels simply 
as a label, functioning descriptively to impart information as to the 
contents of the container. 

We do not agree with the holding of the officials of the Patent 
Office. It is settled law that color may constitute a valid trade- 
mark, provided it is impressed in a particular design, such “as a 
circle, square, triangle, or cross, or a star.” Leschen §& Sons Rope 
Co. v. Broderick § Bascom Rope Co., 201 U. S. 166, 171, 26 S. Ct. 
125, 427, 50 L. ed. 710. 

The mere fact that appellant’s mark is shown to be accom- 
panied by two other trade-marks, together with certain descriptive 
matter impressed on the body of the mark and within the enclosing 
blue lines, does not in any way affect its function or destroy its 
validity as a trade-mark. Layton Pure Food Co. v. Church & 
Dwight Co. (C. C. A.), 182 F. 24, 29; Bass, Ratcliff §& Gretton v. 
Christian Feigenspan (C. C.), 96 F. 206, 212. 

In the Layton Case the mark involved was the picture of an 
annular band “in various colors upon its packages of baking soda 
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and baking powder to indicate their origin and their manufac- 
turers.” This mark underwent several registrations in the Patent 
Office, and the Layton Case has become a leading one in that it 
shows the early recognition of the right to register mere color if, 
as held in the Leschen Case, “it be impressed in a particular de- 
sign, as a circle, square, triangle, a cross, or a star.” It is not 
objectionable that the mark in the present case includes (inclosed 
within the rectangle, but not part of the mark) words or pictures 
describing the character of the material upon which the mark is 
used. On this point the court in the Layton Case said: 

Counsel insist that the complainant can maintain no right to the exclusive 
use of the annular band as a trade-mark because it and its predecessors 
always used it in association with words, such as “John Dwight & Co.” 
and with pictures, such as that of a cow, or an arm or hammer, upon their 
labels and never alone. But there is no rule of law and no reason that 
makes the use of a trade-mark alone upon the labels or packages that 
present the goods of a manufacturer or dealer indispensable to its ex- 


istence. Such a rule would greatly diminish, if not destroy, the value of 
all trade-marks. 


In the Feigenspan Case, where the registered mark was “a form 
of label bearing the triangular symbol in red to be applied to 
bottles containing Bass pale ale,” the court said: 

No one who has counterfeited a legitimate trade-mark and applied the 
spurious symbol in competition with the genuine can avoid the charge of 
infringement by showing that the false mark has in practice been so accom- 
panied, on labels, capsules or otherwise, by trade-names, designations, de- 


scriptions or other accessories, not forming part of it, as to render it un- 
likely that the public has been deceived. 


We think that the insertion of descriptive matter in the regis- 
tered mark may properly emphasize the function of the mark as in- 
dicating origin and manufacture. 

An exhibit was introduced in evidence in the court below which 
showed a large collection of trade-marks of color designs which 
have been registered in the Patent Office. One of these, Trade- 
Mark 200,197, registered to the Ansted & Burk Company on June 
80, 1925, consisted of an orange colored panel, rectangular in 


shape, inclosed on three sides by a dark stripe, to be used on pack- 
ages and sacks containing flour. Trade-Mark 227,022, registered 
on April 26, 1927, to the Continental Paper & Bag Mills Corpora- 
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tion, consisted in coloring orange the inside surface of the hollow 
core upon which toilet paper and paper towels are wound. These 
are but two illustrations of a great number of similar marks which 
have been registered by the Patent Office over a long period of 
years. The practice of registering such marks has continued so 
long and become so firmly established that it should be given great 
weight in determining the right of the applicant in the present case 
to have its mark registered. 

We think appellant’s mark contains no elements which would 
forbid its registration. ‘The mark is not in any respect descriptive 
of the contents of the container. The powder in the container is 
white, not yellow. Nor is the mark descriptive of any other char- 
acteristics of the contents. There is testimony in the record tend- 
ing to show that this trade-mark indicates the origin and owner- 
ship of the goods to those who are familiar with the goods and their 
use. There is also testimony in the record tending to show that 
the public, in purchasing these goods from dealers, identifies the 
goods by the mark, registration of which is here sought. We are 
of the opinion, therefore, that the appellant is entitled to regis- 
tration of its mark. 

The decree is reversed, and the cause is remanded for further 
proceedings not inconsistent with this opinion. 


Ross, Associate Justice, dissents on the question of jurisdiction. 


Note.—The above reported decision of the Court of Appeals 
of the District of Columbia will serve—as evidently was intended 
by the Court—as a clarification of the doubts as to the character of 
the bill in equity under Section 4915 R. S., as amended by the Act 
of March 2, 1927. Until the recent decision of the same Court 
in the Parker-Kalon Case (Parker-Kalon Corporation v. Conway 
P. Coe, Commissioner of Patents, 27 U. S. P. Q. 200 [26 T.-M. 
Rep. 79, 1935]), it was generally believed that the effect of the 
Act of March 2, 1927, was to make the bill in equity in patent as 


well as in trade-mark registration cases an alternative remedy, 


rather than a cumulative one. As a result, in all cases coming 
within the scope of Section 9 of the Federal Trade-Mark Act, the 
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party, defeated before the Commissioner of Patents, could then 
choose between appealing the case to the Court of Customs and 
Patent Appeals or bringing a bill in equity. That Section 4915 is 
applicable in all proceedings under Section 9 of the Federal Act, 
although the Act does not expressly so provide, was decided by the 
Supreme Court in the Baldwin Case. (Baldwin Company v. 
Robertson, 265 U. S. 168 [14 T.-M. Rep. 899] 1924). Said the 
Supreme Court: 

It is not an undue expansion of that construction to hold that the final 


words were intended to furnish a remedy in equity against the Commis- 


sioner in every case in which by Section 9 an appeal first lies to the Court 
of Appeals. . 


The applicants in Section 9 were of four kinds and to each of them 
were intended to be accorded the same resort to the Court of Appeals and 
the same remedy in equity as to the applicant for a patent in Section 4915. 


Despite the clear language of the statute and the just quoted 
holding of the Supreme Court, the Court of Appeals of the District 
of Columbia held in the Parker-Kalon Case that, in the absence 
of a previous appeal to the Court of Customs and Patent Appeals, 
the bill in equity was prematurely brought. 

After the unsuccessful appeal* to the advisory supervision of that court, 


a defeated applicant for registration of a trade-mark may resort to an 
independent bill in equity against the Commissioner. 


The editors of this Reporter took occasion in a footnote com- 
ment on that case to point out that this holding was clearly con- 
trary to the amended statute and to the decision of the Supreme 
Court in the Baldwin Case [26 T.-M. Rep. 83]. 

It is interesting and important to note that in the Hygienic 
Products Case above reported, the court now expressly overrules 
its previous holding on this point: 

That the Parker-Kalon Case came within the ruling in the Baldwin 
Case we think is beyond question. In this situation, we are constrained to 
overrule our decision in the Parker-Kalon Case and to sustain the general 
rule, established under the decision in the Baldwin Case, that an appeal 
from the proceedings under Section 9 of the Trade-Mark Act lies either 
to the Court of Customs and Patent Appeals or through equity in the 
proper District Court of the United States, and that these are mutually 


exclusive remedies, both of which cannot be availed of by the party de- 
feated in the Patent Office. 


* Italics ours. 
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By thus overruling its previous holding in the Parker-Kalon 
Case, the Court of Appeals now definitely lays down that the 
remedy of a bill in equity under the amended statute is of an alter- 
native and not a cumulative nature. 


We de 


Tue B. V. D. Company, Inc. and B. V. D. Sates, Inc. v. Daveca- 


i Ciry Rapio, Inc., Herman M. Stein and Apram Daveca 
United States District Court, Southern District of New York 


; September 15, 1936 


; Unrair Competition—Deceptive ApDvEerRTISINGc—‘B. V. D.” Swim Svutrs. 

Defendants inserted in daily newspapers circulating in New Yo 
City and vicinity the following advertisement: “B. V. D. Swim-Fast 
All-Wool Swim Suits, Regularly up to $5.00, Now $2.74,” also “Sensa- 
tional Sale. 2,000 All-Wool B. V. D. and Swim-Fast Swim Suits, 
Values up to $5.00—$2.74,” notwithstanding that defendants were pre- 
pared to supply only swim suits intended by complainant to sell at the 
retail price of $3.88. Inasmuch as the said advertisements would in- 
duce in the public the opinion of a depreciated valuation of plaintiffs’ 
merchandise and would divert business from them as a result, held that 
defendants should be enjoined from such practices. 

Unrair CompetTiTion—Parice Curtine. 

Price cutting is permitted to a retailer, even though it might result 
in an injury to a competitor. However, it is unfair in a competitor to 
put a cut price upon goods and at the same time to make statements re- 
garding the goods so offered which are inaccurate and misleading. 

Unram Competirion—Suits—INsunctiveE RE vier. 
Where defendants had discontinued the practices complained of, 
’ but not until the filing of the suit, and, moreover, maintained that such 
: practices were unobjectionable, held that an injunction should issue, as 
it could not injure the defendants and might protect the plaintiffs. 


In equity. Action for unfair competition in the use of mislead- 
ing advertising of trade-marked goods. Injunction granted. 


Frank I. Schechter (Engene J. Raphael, of counsel), both of 
New York City, for complainants. 

Scandrett, Tuttle §& Chalaire (Walter Chalaire, of counsel), all 

of New York City, for defendants. 
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Crancy, D. J.: This is a motion for a preliminary injunction. 
The complaint and the moving papers set forth the history of the 
“B. V. D.” trade-mark and allege that the complainant, B. V. D., 
Inc., and its predecessors have expended in excess of $1,000,000 
in advertising its various products and that since the year 1930, 
when it commenced the manufacture of bathing suits, it has ex- 
pended in the United States, in advertising these suits, a sum in 
excess of $250,000. It is further alleged in the complainants’ 
affidavits and admitted by the defendants’ affidavits that the de- 
fendant, Davega-City Radio, Inc., operates twenty-five retail stores 
in New York City, White Plains and Newark, N. J. 

The complaint contains three causes of action. The second 
cause of action alleges an infringement of the complainants’ trade- 
mark by its close juxtaposition and immediate proximity, in both 
its newspaper advertisements and window display cards, to the 
defendants’ trade-mark “Swim-Fast.’”’ The complainants’ attorney 
submits no authority to sustain his contention that use of a competi- 
tor’s trade-mark in immediate proximity to one’s own constitutes an 
infringement of the competitor’s trade-mark and I would find diffi- 
culty in believing that his contention could find support. One 
who buys another’s goods may use or sell them with the latter's 
trade-mark on them, Gorham Mfg. Co. v. Emery-Bird-Thayer Dry- 
Goods Co., 92 Fed. 774. 

The third cause of action in the complaint alleges that the form 
of advertising employed by the defendants was intended to procure 
and did procure the sale of the defendants’ swim suits to the con- 
suming public in supply of a demand for the complainants’ suits. 
This claim is supported only by isolated instances appearing in 
the moving affidavits which are contradicted by the defendants’ 
affidavits and I think the question of fact involved should not be 
decided on affidavits. 

The first cause of action alleges that, during the month of July, 
1936, the defendants caused to be inserted in daily newspapers ad- 
vertisements from which it was made to appear by the defendants 
that the consuming public could purchase as an exceptional bar- 
gain, at any of their stores, for the sum of $2.74 each, ladies’ Swim 
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Suits of the complainants, represented by the defendants as being 
“Regularly up to $5.00” or “Up to $5.00.” 

The newspaper advertisements consist of two types. One is 
the so-called “Three-Girl” advertisement which contains the fol- 
lowing statement: “‘“B. V. D.’ and ‘Swim-Fast,’ All-Wool Swim 
Suits, Regularly up to $5.00, Now $2.74. Nationally famous fine 
quality All-Wool Swim Suits sensationally priced at Davegas!” 
The other is the so-called “One-Girl” advertisement and states: 
“Sensational Sale, 2,000 All-Wool ‘B. V. D.’ and ‘Swim-Fast’ 
Swim Suits. Values up to $5.00—$2.74.” The window and in- 
terior advertising complained of comprised placards or posters, 
which contained the complainants’ trade-mark consisting of the 
letters “B. V. D.” in a rectangular form and sometimes the letters 
with the legend “‘Made for the best retail trade” in a rectangular 
form, and the defendants’ trade-mark “Swim-Fast” with the 
following statement: “Regularly up to $5.00. Your Choice— 
$2.74.” Through the $5.00, lines were drawn. In the larger 
window and counter posters the “B. V. D.” trade-mark was fea- 
tured first and in the smaller window display the defendants’ 
“Swim-Fast” trade-mark was featured first. It will be noted that 
the expression “Your Choice” appears in the store window and 
counter advertisements and not in the newspaper advertising. 

The defendants have submitted copies of letters from the adver- 
tising managers of New York daily newspapers in which the de- 
fendants’ advertisements, complained of and above described, 
appear. These letters unanimously approve the form of the de- 
fendants’ advertising so long as the defendants had in stock either 
“B. V. D.” or “Swim-Fast” suits of a value up to $5.00. The 
fact is and it is now admitted by the defendants that the only 
“B. V. D.” suits which were intended to be included in the sale 
were those bearing tags with the complainants’ suggested retail 
price of $3.95. The defendants had “B. V. D.” suits bearing tags 
with the complainants’ suggested retail price of $4.95, but the com- 
plainants’ shopping tests showed that these were sold for $3.88. 
[ am compelled to disagree with the construction of the advertise- 


ments made by the advertising managers who approved them, for, 
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in my opinion, the plain meaning of the language employed in the 
newspaper advertisements is that “B. V. D.” suits of a value up to 
$5.00 were available to purchasers and that the admitted failure of 
the defendants to supply “B. V. D.” suits of a value in excess of 
the manufacturer’s suggested retail price of $8.95, makes the adver- 
tising to that extent deceptive and misleading and I have no doubt 
that the addition in the store window and counter advertising of 
the words “Your Choice” indicates, if not a number of “B. V. D.” 
suits of a value regularly up to $5.00, substantially equal to the 
number of the defendants’ suits in the merchandise for sale, at 
least a fair chance for the prospective purchaser to obtain such a 
suit, and that, therefore, the store window and counter advertising 
was not warranted by, and was not in accordance with the fact and 
was deceptive. 

Whether the court should enjoin the use of such advertising by 
the defendants presents a close question. I have no authorities 
directly in point, but as the facts are undisputed, I think the court 
should enjoin, pendente lite, what it is convinced is unfair in the 
defendants’ conduct. International News Service v. The Associ- 
ated Press, 248 U. S. 215 [9 T.-M. Rep. 15]; Tanqueray Gordon 
§ Co., Ltd. v. Gordon, 10 F. Supp. 852 [4 T.-M. Rep. 383]. The 
law of unfair competition should walk at least shoulder to shoulder 
with commerce. Premier-Pabst Corp. v. Elm City Brewing Co., 
9 F. Supp. 754 [24 T.-M. Rep. 424]; “Nims on Unfair Competi- 
tion,’ Chapter I and Section 9a. It is argued by the defendants 
that since a tag plainly showing the “B. V. D.” suggested retail 
price of $3.95 was attached to each “B. V. D.” suit offered for 
sale, no purchaser could possibly be deceived and that therefore 
neither the consuming public nor the complainants suffered any 
damage. It may be true that the purchaser who wished to obtain 
a “B. V. D.” bathing suit and discovered that the $4.95 “B. V. D.” 
suits were not on sale for $2.74, had lost nothing but his time and 
the effort required for shopping and that such deception of the 
public alone would not be sufficient basis for the maintenance of 
this action by the complainants. American Washboard Co. v. 
Saginaw Mfg. Co., 103 Fed. 281; “False and Misleading Adver- 
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tising,’ 39 Yale Law Journal, page 22. But it does not follow 
that the complainants were not damaged by the form of advertising 
and window display cards. Without emphasizing the effect which 
the defendants’ advertising tactics had on the consuming public 
who had actually entered the Davega stores in an attempt to pur- 
chase “B. V. D.” suits of a value regularly up to $5.00 and had met 
with disappointment, we must consider the effect of the newspaper 
advertising and the window displays upon the public who saw 
them and never entered the defendants’ stores. All these persons 
might well conclude that the complainants could profitably sell their 
swim suits of a value “Up to $5.00” at wholesale prices that per- 
mitted their retail sale for $2.74, and it cannot fairly be said that 
such a conclusion apparently well founded, would not generate in the 
opinion of the consuming public a depreciated valuation of the 
merchandise of the complainants or would not divert business from 
the complainants as a result of such changed views of the value of 
their merchandise. 

I am not unmindful of the fact that price cutting is permitted 
to a retailer, even though it might result in an injury to a whole- 
saler or competitor. B. V. D. Co. v. Morris Isaac [9 T.-M. Rep. 
82]; Dr. Miles Medical Co. v. Park & Sons Co., 220 U. S. 878; 
Doubleday, Doran & Co. v. Rh. H. Macy & Co., 269 N. Y. 272 [25 
T.-M. Rep. 655]. But it is unfair in a competitor to put a cut 
price upon goods and at the same time to make statements regard- 
ing the goods so offered for sale which are inaccurate and mislead- 
ing. Cheney Brothers v. Gimbel Brothers, 280 Fed. 746 [12 T.-M. 
Rep. 187]; Ford Motor Co. v. Benjamin E. Boone, Inc., 244 Fed. 
335 [7 T.-M. Rep. 565]. “Nims on Unfair Competition,” Section 
300, says: 

The naming of prices is held to become unfair or fraudulent only in 
connection with other acts on the part of the seller naming the price, or 
conditions prevailing at the time of the sale. There is little doubt, how- 
ever, that price may be used as an instrument of fraud, now that adver- 
tising plays so important a part in merchandising. 

The defendants oppose the application for a preliminary in- 
junction on the ground that the complainants’ motives are not bona 


fide in that they are seeking to control the retail selling price of 
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their product by injunction. No evidence of such a motive appears. 
If such is the fact, the defendants have their remedy in appro- 
priate proceedings. O. & W. Thum Co. v. Dickinson, 245 Fed. 
809, Cert. denied 246 U. S. 664 [8 T.-M. Rep. 11]; Coca-Cola Co. 
v. Gay-Ola Co., 200 Fed. 720, Cert. denied 229 U. S. 613 [4 T.-M. 
Rep. 297]. 

The defendants charged the complainants with unclean hands, 
because without sufficient demand upon the defendants to discon- 
tinue the advertising complained of they procured action by the 
District Attorney of New York County and because they released 
to the press news of the institution of this action and the filing of 
two informations by the District Attorney. This defense I think is 
without merit. 

Finally, the defendants claim to have discontinued entirely the 
sale or offering for sale of complainants’ bathiug suits and thus 
to have eliminated all cause for complaint and all reason for a 
temporary injunction. The record discloses that the defendants 
discontinued the objectionable window displays on the day fol- 
lowing receipt of notice from the District Attorney of the com- 
plaint made by the complainants. They have maintained in this 
court that their advertising is unobjectionable. Under such cir- 
cumstances, I believe the injunction should issue, as it cannot harm 
the defendant and as it may protect the plaintiffs. Wesson v. 
Galef, 286 Fed. 621 [12 T.-M. Rep. 100]. See too, American 
Medicinal Spirits Co. v. United Distillers, Ltd., 76 F. (2d) 124 
[25 T.-M. Rep. 155]; Sears, Roebuck & Co. v. Federal Trade Com- 
mission, 258 Fed. 307 [9 T.-M. Rep. 399]. 

An injunction will accordingly issue, restraining the defendants 
from representing in any newspaper or magazine advertisement or 
in any sign, placard, poster or notice for display that they are 
selling or offering for sale “B. V. D.” bathing suits of a “Value up 
to $5.00,” or “Up to $5.00,” or “Regularly up to $5.00,” for a 
price of $2.74 unless the defendants are actually offering for sale 
and selling at $2.74, “B. V. D.” bathing suits which are in truth of 
a value up to $5.00. 
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Settle order on two days’ notice in accordance with the above, 
which order shall provide for the giving of a bond by the com- 
plainants as provided for in Title 28 U.S. C. A., Section 382. 


Pinaup, INcorPoRATED V. Poty CHemicat Lasporaroriss, INc., 
and Frank HasBer 


United States District Court, District of New Jersey 


September 10, 1936 


Unrar CompPETITION—“Eau DE QuININE”—UsE or Srmimar LABEL. 

Plaintiff had, since the year 1865, sold in the United States a hair 
tonic under the name “Eau de Quinine” in bottles bearing labels of dis- 
tinctive color and design. Defendants later put on the market a hair 
tonic, deceptively similar in color and odor, also in the label used, to 
those in use by plaintiff. Defendants held guilty of unfair competition. 

Unrar Competition—‘“Litas pe France” or “Lizac Vecetat’—UseE oF 

Srmi1tark LaBeELs AND CONTAINERS. 

The use by defendants in the sale of hair tonic of a color, odor, and 
label similar to those distinguishing plaintiff's “Lilas de France” or 
“Lilac Vegetal” product, held unfair competition, and the preliminary 
injunction was made permanent. 

In equity. Action to restrain unfair competition in the use of 


deceptive labels and containers. Injunction granted. 


Nichols & Snieveley (H. R. Johns, of counsel), for plaintiff. 
Israel B. Greene (Blecheisen, Whelan & Rothstein, of counsel), 
all of New York City, for defendants. 


Faxe, D. J.: The issues here arise on a bill of complaint which 
prays injunctive relief for alleged unfair competition. No question 
of jurisdiction is raised but at the close of the hearing findings as 
to pertinent facts were dictated into the record by the Court. 

The plaintiff manufactures and sells two products with which 
the Court is now concerned; one, an “Eau de Quinine” hair tonic, 
and the other a toilet water known as “Lilas de France.” 

It appears that one Ed. Pinaud, of Paris, France, commenced 
the manufacture and sale of the “Eau de Quinine’ hair tonic in 
France in the year 1858, and in the year 1865 it was introduced 
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into the United States and has continuously been marketed here 
since that date in substantially the same shape of bottle, the same 
odor and color of liquid, and under the same label. The plaintiff's 
predecessors in title were the first to introduce an “Eau de Quinine’”’ 
hair tonic so colored, labelled, bottled and scented into this country, 
and large sums of money have been expended in advertising it 
throughout the nation. This advertising, coupled with the factors 
involved in the appearance of the product as placed before the 
eye of the average purchaser has, in my opinion, given the product 
a peculiar and distinctive position on the market. It follows that 
any other liquid hair tonic than Pinaud’s, so colored and so bottled, 
would mislead the average purchaser into believing it was Pinaud’s, 
unless the label on the bottle were so designed as to amount to a 
glaring and radical departure from that which plaintiff has for so 
many years presented to the eyes of the people. 

I cannot find, however, that the plaintiff is entitled to relief 
against all who sell an “Eau de Quinine” hair tonic colored red. 
Nor can I find that the term, “Eau de Quinine,’ has taken on a 
secondary meaning synonymous with Ed. Pinaud when the product 
to which it is applied is colored red. Plaintiff’s right to relief de- 
pends upon a combination of factors in which color, odor, bottle 
and label play a part, and they must be so combined by a competitor 
as to mislead the average person before this Court will grant equi- 
table relief. One of the factors standing alone, such as color or 
odor, for instance, would not mislead people. It is the misleading 
of those who may buy the product which concerns the Court as a 
major factor in unfair competition cases. 

The Pinaud hair tonic is not sold in bulk, and there is testimony 
here which convinces me that the defendants have manufactured 
and sold a hair tonic closely resembling Pinaud’s with the intention 
and purpose of selling the same to the barber trade in bulk, and at 
the same time encouraging its use in refilling empty Pinaud bottles. 
Against such practice the plaintiff is entitled to relief since it mis- 
leads and constitutes unfair competition. 


As to the plaintiff's product known as “Lilas de France” or 


“Lilac Vegetal,” the plaintiff or its predecessors in title first intro- 
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duced the same in the United States in the year 1890, and since 
that time there have been no substantial changes in either the label, 
the bottle or its contents. Large sums of money have been spent 
in advertising this product nationally and it also, by reason of its 
distinctive elements as presented for sale, coupled with the effect 
of advertising, has found a place peculiar to itself in the trade; but 
it cannot be said that the exclusive position thus obtained is de- 
pendent on anything more than the label and the Pinaud name, 
since it appears that one Paul Wesphal, a New York perfumer, 
produced and sold a lilac toilet water of the same color and very 
much of the same odor in the year 1881. It was sold in bottles 
like those of plaintiff and named “Lilac de Perse,” and a sub- 
stantial amount of business in this product was enjoyed by West- 
phal. It follows that plaintiff, not being the first user, has no 
exclusive right to the use of the bottle or the color or odor of the 
liquid, either singly or in combination, and is entitled only to pro- 
tection against an unfair use of the label bearing upon its effect 
upon the eye of the average purchaser. 

On motion for preliminary relief herein, it appeared conclu- 
sively that the defendants were engaged in a premeditated en- 
deavor to steal the benefit of the plaintiff’s good-will. Defendants’ 
hair tonic and toilet water each approached Chinese copies of those 
of plaintiff's, and the preliminary injunction then granted will be 
made permanent. 

A decree will be entered in favor of the plaintiff in conformity 
with the conclusions herein arrived at. 


Pau, WesteHat v. Poty CuHemicaL Lasporartorigs, INc., Frank 


Hapzer, Lovis Haser and Louis Rorustein 
United States District Court, District of New Jersey 
September 14, 1936 
Unramr Competition—Use or SuRNAME—‘WESTPHAL” AND “WesTPHALIA” 
on Harr Tonic. 


Plaintiff and its predecessors had since the year 1881 been putting 
out a product known as “Westphal’s Auxiliator,’ which product had 
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become widely and favorably known. The corporate defendant began 
in 1922 to manufacture and sell a hair tonic of the same color as the 
Westphal preparation and in 1931 obtained all right, title, and interest 
to the name “Westphalia,” under which one of its predecessors, the 
Westphalia Manufacturing Company, had carried on a business in the 
manufacture of hair tonic, having taken into partnership one Erie 
Westphal, and, thereafter, using the word “Westphal” on its products. 
Held that defendant should be enjoined from the use of the name 
“Westphal” on preparations for the hair, inasmuch as such name had 
acquired a secondary meaning denoting plaintiff’s products exclusively. 
Moreover, the use by defendant of the word “Westphal” coupled with 
the word “Westphalia” placed it in a position where it was not entitled 
to claim the full competitive rights which would inure to an innocent 
newcomer. 


In equity. Action to restrain unfair competition in the use of 
asurname. Judgment for plaintiff. 


William P. Hurley, of Newark, N. J., for plaintiff. 
Blecheisen, Whelan & Rothstein, of New York City, for de- 
fendants. 


Faxr, D. J.: The issues here arise on a bill of complaint seek- 
ing injunctive relief for unfair competition and the violation of 
trade-mark rights. An accounting is also sought. 

At the conclusion of the trial the Court dictated into the record 
the following findings of fact: 

“In the year 1881, Paul Westphal, entered into the business of 
the manufacture and sale of a product known as ‘Westphal Auxili- 
ator, and from that time down to the present day it has been bottled, 
labeled and placed in a carton substantially, if not entirely, the 
same. 

“The evidence discloses that large sums of money have been ex- 
pended over the years in advertising and building up the good-will 
of this product. It is not possible to state the exact sums of money 
which were spent in advertising, but the advertising was sufficient 
to make the product well known in this part of the United States, 
and the business prospered. 

“In the year 1907 Paul Westphal died, and from 1907 until 1910 
the executors of his estate continued to operate the business, when 
a corporation was organized under the laws of the State of New 
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York known as Paul Westphal, a corporation, which corporation is 
the plaintiff herein. 

“The defendant, Poly Chemical Laboratories, Inc., entered into 
the business of manufacturing and selling hair tonics in the year 
1922, and among their products they sold a Foaming Hair Tonic of 
substantially the same color as that of Paul Westphal. 

“In the year 1923, William Hallet, who prior to that date had 
been engaged in the cigar business, entered into the manufacture 
and sale of hair tonic under the name of ‘The Westphalia Company.’ 
His wife’s parents were natives of Westphalia, in Germany, and he 
having become familiar with the use of the word ‘Westphalia’ in 
the family, conceived the idea of naming his company The West- 
phalia Company. 

“Subsequently, in the year 1929, he took into his employ one 
Eric Westphal and issued to him six shares of the capital stock of 
The Westphalia Manufacturing Company, which was organized in 
1928, and thereafter he added to the labels used on the proprietary 
articles manufactured the words ‘Westphal-Westphalia Manufac- 
turing Company, Ltd.’ This company was never what might be 
termed a very great success. In the beginning the business was 
conducted from the home of William Hallet, and some time later 
the corporation established a business headquarters at 6-8 West 
18th Street, New York City. 

“During the time when Hallet was connected with this business, 
and in 1922, and thereafter until sometime in 1924, he was in the 
employ of the De Milo Company, which company was also engaged 
in the manufacture of proprietary articles such as the one with 
which we are concerned here, and the De Milo Company furnished 
Hallet with supplies or the necessary ingredients used by him in 
the business of The Westphalia Manufacturing Company, Ltd. 
Later he left the De Milo Company and went with one Thomas who 
was interested in the business of Paul Westphal Company, a part- 
nership, in the year 1924. This Paul Westphal Company, the 
partnership, is not the plaintiff in this cause, but is a partnership 
founded by one Paul Westphal, a grandson of the original owner 
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of ‘Westphal’s Auxiliator’ hair tonic business, and a competitor of 
plaintiff here. 

“Hallet left that employment in the year 1925 or 1926 and de- 
voted his time to the business of The Westphalia Manufacturing 
Company, Ltd., until April, 1931, when The Westphalia Manufac- 
turing Company, Ltd., permitted and licensed Franconia Products, 
Inc., to use the name ‘Westphal’ and ‘Westphalia,’ upon payment 
to the said The Westphalia Manufacturing Company, Ltd., of a 
royalty of one percent of gross sales. 

“In August of 1931 Franconia Products, Inc., assigned all its 
rights, title and interest of, in and to the aforesaid royalty agree- 
ment to Poly Chemical Laboratories, Inc., the defendant herein, at 
which time Hallet was taken into the employ of the defendant, Poly 
Chemical Laboratories, Inc. 

“About a year later the Poly Chemical Laboratories, Inc., pur- 
chased all of the outstanding capital stock of The Westphalia 
Manufacturing Company, Ltd., excepting the six shares which were 
outstanding in the name of Eric Westphal. A diligent search has 
been made for the purpose of locating the aforesaid Eric Westphal, 
by both the plaintiff and the defendant herein, but he has not 
been found, so we have no testimony as to his present whereabouts. 

“Mr. Hallet, testified that Eric Westphal was associated with 
The Westphalia Manufacturing Company, Ltd., from 1929 to 1931, 
since which time he has neither seen him nor heard from him. 

“On November 18, 1931, the plaintiff herein addressed a com- 
munication to the defendant, complaining of the use by defendant 
of the name ‘Westphal’ in connection with defendant’s business. 
A few days thereafter the defendant replied maintaining its right 
to use the word ‘Westphal’ in the form and manner used. ‘To this 
letter the plaintiff replied, refusing to accept the defendant’s ex- 
planation and threatening suit. 

“On December 1, 1931, the defendant wrote as follows: 

Although still maintaining our right to the use of the name, however, in 
order to avoid any ill feeling we shall in the future strike out the word 
“Westphal” on the labels we have on hand and omit it from any new labels 
that we may print. 

We are enclosing labels showing the manner of our deletion. 
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“Shortly thereafter the defendant put a paster over the word 
‘Westphal,’ leaving only the word ‘Westphalia Manufacturing 
Company, Ltd..’ 

“On January 31, 1933, almost a year later, the plaintiff wrote 
the defendant as follows: 


Confirming our telephone conversation of this morning, will say that 
you entered into an agreement with us some time ago to the effect that 
you would discontinue the name “Westphal” from the label of your West- 
phalia preparations, and we have evidence to the effect that you have not 
done this and your statement that you knew that it should have been done 
but that the boy did not do it is not taken seriously by us. Therefore, we 
will give you until Thursday morning, February 2, to have the label in our 
hands showing us in what way you have removed the name “Westphal,” to- 
gether with an affidavit from you to the effect that you have discontinued 
the word “Westphal” from all labels. 

“Two days later the defendant wrote to the plaintiff as follows: 


We are enclosing herewith a label of The Westphalia Manufacturing Co. 
showing the manner of deletion of the word “Westphal,” which we trust 
will meet with your approval. 

“The next day the plaintiff replied, indicating that the blocking 
out of the word ‘Westphal’ was insufficient. Apparently the plain- 
tiff had discovered the Westphal-Westphalia label on a bottle of 
hair tonic in a drug store and assumed that the defendant had not 
blocked out the word ‘Westphal’ for the letter contains the fol- 
lowing: 

Your present action is but a repetition of your written promise of 
December 1, in which you agreed to discontinue the word “Westphal” im- 
mediately, and in which you furnished us with a sample of the label with 
the word “Westphal” blocked out, but you did not live up to your written 
agreement. 

“At the trial the druggist who sold the bottle labeled ‘Westphal- 
Westphalia’ took the stand and testified that he had purchased it 
prior to December 1, 1931, at a time, of course, prior to any at- 
tempted agreement between the parties. 

“Between February 3, 1933, and February 21, 1933, the plain- 
tiff and the defendant met and apparently came to an agreement, 
the purport of which was that the defendant would print a sticker 
containing the name ‘Westphalia Manufacturing Company, Ltd.’ 
and paste the same over the name “Westphal-Westphalia Manufac- 
turing Company, Ltd., and also to print new labels as the old labels 
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ran out. Negotiations on the subject were apparently, at that time, 
terminated by the following letter: 


February 21, 1933. 
Paul Westphal, 
209 West 48th Street, 
New York, N. Y. 
Re: Westphalia Manufacturing Co. 
Dear Sir: 

In accordance with our conversation last Saturday, in which you stated 
that you had no objection to the use of the word “Westphalia,” but that you 
did object to the use of the word “Westphal,” we are enclosing herewith 
some sample labels and strips showing the manner of deletion of the 
word “Westphal.” 

It is understood that we are doing this to maintain our friendly rela- 
tions and that it is in no way to prejudice any rights that we may have 
in the matter. 

Very truly yours, 
Poly Chemical Laboratories, Inc. 


“The plaintiff did not reply to the foregoing letter, and about a 
year later the defendant received the following letter from plain- 
tiff’s attorney: 


JOHN M. A. BLAIR 
LAWYER 
505 Fifth Avenue, New York, New York 
Westphal v. Westphal-Westphalia Manufacturing Company, Ltd. 
February 7, 1934. 

Westphal-Westphalia Manufacturing Company, Ltd., 
Care Poly Chemical Laboratories, 
38 Montgomery Street, 
Jersey City, New Jersey. 
Gentlemen: Attention: Louis Rothstein or Frank Haber: 

My client, Paul Westphal, a corporation, having its office and place of 
businesss at No. 209 West 48th Street, New York, New York, is the owner 
of the trade-name and mark “Westphal,” registered March 30, 1926, under 
Act of February 20, 1905, as trade-mark No. 210,944, in Washington, D. C. 
Your use of the trade-mark “Westphalia” and of the trade-name “West- 
Phal-Westphalia Manufacturing Company, Ltd.,” in the hair tonic business 
and barber supply business is a flagrant violation and a cunning infringe- 
ment upon my client’s right to the exclusive use of this trade-name and 
mark, and must cease. My client is disgusted with your broken promises 
to discontinue your illegal use of such trade-mark and name and will no 
longer tolerate your unfair competition. Unless you discontinue the use 
of said trade-name and mark and pay my client damages for your past in- 
fringement of its trade-mark rights, my client will have to sue for an in- 
junction and damages in the New Jersey Court of Chancery within ten 
days from this date. This is the last warning. 

Very truly yours, 
John M. A. Blair, 
Attorney for Paul Westphal. 
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“After the receipt of the foregoing letter Mr. Haber of the 
Poly Chemical Laboratories, Inc., called upon Mr. Blair and fur- 
nished to Blair a set of defendant’s labels as then being used, and 
Mr. Blair said he would advise with his client on the subject. The 
result of that conference was the institution of this suit. 

“The foregoing letter is the first evidence we have of any ob- 
jection made by plaintiff to the defendant’s use of the word ‘West- 
phalia. ‘The prior complaint related only to the use of the word 
‘Westphal.’ 

“The bottle in which the defendant sells its “Westphalia Foam- 
ing Hair Tonic’ is not at all similar in shape to that of plaintiff's 
bottle. The plaintiff’s bottle is sold in a carton with a lithographic 
reproduction of the bottle and label on the carton. The defend- 
ant’s bottle is not sold in a carton, and its bottle is cylindrical in 
shape, while that of the plaintiff is flat on the front and back. 

“The position taken by counsel on both sides in this case leads 
to the finding that the issue is confined to the question as to whether 
or not the defendant is justified in the use of the word ‘Westphalia’ 
in connection with the sale of hair tonic, as against plaintiff’s con- 
tention that the use of the word ‘Westphalia’ by the defendant in 
the sale and manufacture of its hair tonic amounts to unfair com- 
petition or a colorable imitation of its trade-mark ‘Westphal.’ 

“On March 30, 1926, plaintiff obtained registration of a trade- 
mark covering the use of the word ‘Westphal.’ On July 6, 1926, 
defendant’s predecessor obtained registration of a trade-mark 
covering the use of the word ‘Westphalia.’ 

“It is found as a fact that purchasers of ‘Westphal’s Auxiliator’ 
invariably call for “‘Westphal’s.’ The word ‘Auxiliator’ is seldom, 
if ever, used. 

“The only direct evidence bearing upon the confusion in the 
public mind as between ‘Westphal’s’ and ‘Westphalia’ is as follows: 

“In January, 1932, Lookout Barber Supply Company of Chat- 
tanooga, Tennessee, addressed a letter to Westphal-Westphail 
Mfg. Co., 59 Hudson Street, New York City, and it was delivered 
to Paul Westphal, the plaintiff, at 209 West 48th Street, New York 


City. The communication was apparently intended for the West- 
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phal-Westphalia Manufacturing Company, inasmuch as the order 
therein contained was for six gallons of Westphalia Foaming Tonic. 

“In 1984 one M. Bress of Troy, New York, addressed a com- 
munication to Westphal-Westphalia Mfg. Co. at 688 West 18th 
Street, New York City, and this letter was likewise delivered to the 
plaintiff at 209 West 48th Street, New York City. The contents 
of the letter indicate a request for quotations of prices of defend- 
ant’s and not plaintiff’s hair tonic. 

“We have an envelope postmarked 1933, addressed to Westphal 
Mfg. Co., 591 Hudson Street, New York City. This was also 
delivered to Paul Westphal, 209 West 48th Street, New York. 

“In 1934 the Sisson Drug Company of Hartford, Connecticut, 
ordered one-twelfth of a dozen Westphalia Hair Restorer, and the 
order was addressed to Paul Westphal, 209 West 48th Street, New 
York City. 

“Louis Westphal testified that on one occasion a customer called 
at plaintiff’s place of business in New York and asked for a bottle 
of ‘Westphalia.’ Mr. Westphal informed the customer that they 
did not make or sell ‘Westphalia Hair Tonic.’ 

“As opposed to the thought that there was any confusion in the 
public mind by virtue of which ‘Westphalia Hair Tonic’ was con- 
fused with ‘Westphal’s Hair Tonic,’ seven witnesses, each of whom 
was a licensed druggist testified, and very emphatically, that there 
was no confusion, either in their minds or in the mind of the public, 
whereby one of these products might be mistaken for the other, 
and one of the reasons advanced was that the ‘Westphal’ product 
was sold in a different shaped bottle and also in a carton, and the 
‘Westphalia’ bottle differed in design from “Westphal’s’ bottle, and 
was not sold in a carton. 


“The Court will take judicial notice of the preliminary injunc- 
tion issued herein, and also of the rulings by this Court in the pre- 
liminary injunction issued in the case of Pinaud, Inc. v. Poly 
Chemical Laboratories, Inc., et al., and also of the consent decree 
in Semler & Co. v. Poly Chemical Laboratories, Inc., unless an ex- 
amination of the law on the subject discloses that this Court cannot 
properly consider these factors.”’ 
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To fully comprehend the conclusions I have arrived at, the fore- 
going findings of fact must be read in connection with the entire 
record. I am firmly convinced after deliberation on the facts 
that this defendant has been engaged in studied efforts to copy the 
appearance of the products of others for the purpose of misleading 
the public and thereby attempting to obtain an unjust enrichment. 
Defendant’s conduct amounts to unfair competition as against the 
plaintiff here, since it has resulted in misleading the public as 
shown by the letters received by plaintiff coupled with the defend- 
ant’s unfair conduct. The testimony of the druggists to the con- 
trary is not sufficient to overcome this conclusion. 

In the recent case of Pinaud, Incorporated, against this same 
defendant (Opinion filed September 10, 1936) (see ante, p. 615), 
defendant was found guilty of unfair competition by me and also I 
find a consent decree against the defendant to the same effect in 
Semler & Co. v. Poly Chemical Laboratories, Inc., filed in this 
Court May 31, 1934. All of which, coupled with the defendant’s 
nicely laid scheme to obtain by purchase from a third party the 
right to use the word “Westphal” in competing with the plaintiff 
can lead to but one conclusion, and that is: This defendant is so 
constituted that for the protection of plaintiff as well as for the 
protection of the public, it must be kept at a very safe distance and 
well away from the use of names wherein good-will and secondary 
meaning have accrued to others. 

The word ““Westphal’s’” has in my opinion acquired a secondary 
meaning as denoting the products of plaintiff and plaintiff also has 
a right to the protection of its trade-mark. The use of the word 
“Westphal” by the defendant coupled with the word “Westphalia,” 
the phonetics of the two words, the nature of the product involved 
taken in connection with the defendant’s conduct, places it in a 
position where it is not entitled to claim the full competitive rights 
which would inure to an innocent stranger. Broderick § Bascom 
Rope Co. v. Manoff, 41 Fed. (2d) 858 [21 T.-M. Rep. 351]. 

To afford full protection it is necessary in this case to make 


the preliminary decree permanent and also to enjoin defendant 
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from the use of the word “Westphalia” in conformity with the 
prayer of the complaint. 


A decree will be entered in conformity with the views above 
expressed. 


THE SAMUEL Stores v. Queen City Crepit CLoTHING 
CorPORATION 


New York Supreme Court, Erie County 
(157 N. Y. Mise. 186) 


November 4, 1935 


Unram Competition—“‘QueeN City Crepir Company”—Use or SriMiiar 
Corporate NAME. 


Where plaintiff had used for many years the trade-names “Queen 
City Credit Company” and “Queen City Credit Clothing Corporation,” 
the use by the newly-organized defendant of the name “Queen City 
Credit Clothing Corporation” held unfair competition, inasmuch as de- 
ception and consequent injury to the plaintiff are likely to result, and 
moreover, as plaintiff was not restricted to the use of its corporate 
name. 

In equity. Motion for preliminary injunction to restrain use 


of corporate name. Motion granted. 


Kimball § Smith (Clayton M. Smith, of counsel), of Buffalo, 
N. Y., for plaintiff. 

Aaron & Dautch (A. Howard Aaron, of counsel), of Buffalo, 
N Y., for defendant. 


Matoney, J.: Plaintiff moves for a temporary injunction en- 
joining and restraining the defendant from using the wording 
“Queen City Credit Clothing Corporation,” or any colorable imi- 
tation thereof, as the trade or business name or slogan in connec- 
tion with the conduct of its business. 

The following facts are uncontradicted: In the year 1900 
Morris Samuel and Rose Samuel, his wife, conducted a credit cloth- 
ing business in the city of Buffalo, N. Y., under the assumed name 
of Queen City Credit Clothing Company. A certificate to that 
effect was filed in the office of the clerk of Erie County. Thereafter 
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Morris Samuel and Samuel Samuel became the successors in interest 
of said business, and in 1902 filed such certificate in the office of the 
clerk of the county of Erie. The plaintiff in July, 1911, purchased 
the good-will and business of the Queen City Credit Clothing Com- 
pany and became the successor in interest in said trade-name and 
has ever since used said trade-name in the conduct of a general 
credit clothing business in the city of Buffalo, and is so conducting 
said business at 505 Main Street, Buffalo, N. Y. 

The plaintiff and its predecessors for thirty-five years last past 
have operated in the city of Buffalo a general credit clothing busi- 
ness under said trade-name. The plaintiff and its predecessors 
have prominently displayed said trade-name on their stores. Dur- 
ing such period the plaintiff and its predecessors have expended 
large sums of money in extensive newspaper advertising, printing, 
circularizing, radio broadcasting and other means to stimulate and 
invite the public to their various stores in Buffalo, Niagara Falls 
and Jamestown, in each of which stores the same trade-name is 
used. 

The defendant filed a certificate of incorporation with the Secre- 
tary of State on or about the 15th day of October, 1935. The 
certificate was signed by Simon Kareff, Reuben Russack and Ray 
E. Brumberg. Said certificate authorized the defendant to carry 
on and conduct a general credit clothing business. The defendant 
on or about October 24, 1935, erected and placed on the front of 
the building 579 Main Street, and across the windows of the second 
floor, a large sign reading “Queen City Credit Clothing Corpora- 
tion will open here on or about November 10th with a complete line 
of clothing for men, women and children on easy payments.” 

It is plain that the defendant intends to engage in the same 
type of business that this plaintiff or its predecessors have con- 
ducted under or used as a trade-name in the city of Buffalo for over 
thirty-five years, and which name the plaintiff and its predecessors 
have caused to receive widespread publicity and recognition, and to 
be of very great value. 

It is not disputed by the defendant that if the plaintiff has a 


superior or paramount legal right to the use of said name over that 
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of the defendant, the use by defendant of such trade-name is an 
unlawful invasion of the plaintiff's rights. 

It is the claim of the defendant that the plaintiff corporation 
acquired no legal right whatever to the use of the name “Queen 
City Clothing Company” or “Queen City Credit Clothing Com- 
pany.” It is the further claim of the defendant that the plaintiff 
is restricted to the use of its corporate name and may not use such 
trade-name in the operation of the retail stores in question. 

The General Corporation Law, section 9, prohibits the filing or 
recording in any office of a certificate of incorporation or of authori- 
zation to do business in this State of a proposed corporation having 
the same name as a corporation authorized to do business under the 
laws of the State, or a name so nearly resembling it as to be cal- 
culated to deceive. 

The aforesaid “prohibition . .. . is equally applicable under 
general and well-recognized principles to the adoption of a trade- 
name by an individual or copartnership.” (German-American 
Button Co. v. Heymsfeld, Inc., 170 App. Div. 416, 419.) 

The Court of Appeals, in Higgins v. Higgins Soap Co. (144 
N. Y. 462), said: “It is well settled that an exclusive right may 
be acquired in the name in which a business has been carried on, 
whether the name of a partnership or of an individual, and it will 
be protected against infringement by another who assumes it for 
the purposes of deception, or even when innocently used without 
right to the detriment of another.” 

The sole question for determination in this motion is whether 
or not the plaintiff, The Samuel Stores, a domestic corporation, 
may legally use the trade-name or style on its stores located in 
Buffalo, Jamestown and Niagara Falls, of Queen City Credit Cloth- 
ing Company or Queen City Clothing Company. If so, have they 
established such a superior and paramount right to the use thereof 
as to warrant a restraining order in this proceeding? 

It is apparent from the voluminous uncontradicted affidavits 
used by plaintiff on the within motion, that plaintiff conducted 
business in its corporate name, and featured the name Queen City 
Clothing Company or Queen City Credit Clothing Company as a 
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trade-name. It was well known to the creditors of the plaintiff 
that such featured name was a valuable trade-name familiar to the 
buying public; that the plaintiff was the owner of and conducted 
such business; that all bills incurred were paid by the plaintiff; 
that advertising in the newspapers, radio and otherwise, was con- 
tracted for and paid by the plaintiff; that the checks of the plaintiff 
were used in the payment of bills; that the banking relations and 
deposits from the Queen City Credit Clothing Company were all 
in the name of the plaintiff; that during all that time checks or 
negotiable paper, payable to the Queen City Clothing Company, 
were deposited in the plaintiff's account; that the lease of the store 
occupied by the plaintiff, as well as the contract with the General 
Electric Company for electric service, was made in the name of the 
plaintiff; that contracts for flexlume signs, illuminated signs, adver- 
tising display signs used on the premises, were made with the 
plaintiff and that Dun and Bradstreet, commercial rating agencies, 
were cognizant of the fact that the plaintiff was operating such 
stores. It is apparent from the above facts that the trade or others 
having contractual or credit dealings with plaintiff were not de- 
ceived. 

The courts have distinguished between conducting a business 
under an assumed name and the use in a business of a valid trade- 


name or style. 


An assumed name under which to do business is not the same as one 
used as a symbol of the service rendered. One may do business under one 
name and symbolize it by another. ... 

The appropriation by defendant of plaintiffs’ trade-name as an assumed 
name under which to do the same kind of business and as a corporate 
name, with knowledge and notice that such name was the property of 
plaintiffs, subjected plaintiffs to unfair competition and an invasion of the 
good-will acquired by them for their trade-name and they are entitled to 
an injunction perpetually restraining the defendant from the use, as part 
of its corporate name, of the words constituting plaintiffs’ trade-name. 
(Lehrenkrauss y. Universal Tours, Inc., 262 N. Y. 332, headnote [20 T.-M. 
Rep. 24].) 

“The essence of these principles [of the law of unfair competition] is 
that competition between business rivals must be fairly and honestly con- 
ducted. “The survival of the fittest’ in trade and commerce must result 
from contests legitimately launched and ethically directed.” . . . “The 
doctrine of unfair trade amounts to no more than this: One person has 
no right to sell goods as the goods of another, nor to do other business 
as the business of another, and on proper showing will be restrained from 
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so doing.” (Bengue v. American Pharmaceutical Co., Inc., 155 Misc. 602, 
604, 605 [25 T.-M. Rep. 309], citing American Chain Co., Inc. v. Carr Chain 
Works, Inc., 141 Misc. 303 [22 T.-M. Rep. 147], and White Studio, Inc. \ 
Dreyfoos, 221 N. Y. 46 [7 T.-M. Rep. 458].) 

It seems to be well recognized that a corporation may be known by 
several names in the transaction of its business, and it may enforce and be 
bound by contracts entered into in an adopted name other than the regular 
name under which it was incorporated. (Mail ¢ Express Co., Ine. y. 
Parker Axles, Inc., 204 App. Div. 327, 329.) 


It is common knowledge that various corporations, including 
newspapers, hotels, railroads and numerous other businesses, fre- 
quently use a trade-name. The courts have taken cognizance of 
this custom in many cases: 


It is also true that the name of a newspaper may be used as a con- 
venient symbol for its owner. (Wahlheimer v. Hardenbergh, 217 N. Y. 
264.) 

Defendant, however, urges numerous objections to the granting of an 
injunction in this case. The first is that subdivision 1 of section 440 of 
the Penal Law (as amd. by Laws of 1929, chap. 58) makes it a misde- 
meanor for any business firm to conduct business under a trade-name 
without filing a certificate showing such trade or assumed name. It is 
conceded that the Great Atlantic and Pacific Tea Company has not filed a 
certificate showing such assumed name. However, subdivision 4 of that 
section reads: “This section shall in no way affect or apply to any cor- 
poration duly organized under the laws of this state, or to any corporation 
organized under the laws of any other state and lawfully doing business in 
this state... .” Moreover, the plaintiff is not doing business under the 
name “A. & P.” It is merely claimed that its public knows it as an 
“A. & P.” store or market, and that the good-will which goes with its 
nickname is what the defendant is attempting to deprive plaintiff of. | 
think defendant’s point is not well taken. 


(Great Atlantic & Pacific Tea Co. v. A. §& P. Meat Market, Inc., 
138 Misc. 224 [21 T.-M. Rep. 18], at pp. 225, 226, citing Lipson 
v. Feigenbaum, 205 App. Div. 701 [13 T.-M. Rep. 280].) 

In Mark Realty Corporation v. Hirsch (180 App. Div. 549, 
553), quoting from Material Men’s Mercantile Assn., Ltd. v. New 
York Material Men’s Mercantile Assn., Inc. (169 id. 848, 847; 
affd., 224 N. Y. 670, no opinion [10 T.-M. Rep. 227]), the court 
said: 


The use of so similar a name in the circumstances fairly warrants the 
inference that it was selected by those who incorporated the defendant for 
the purpose of obtaining some benefit or advantage from the good-will of 
the plaintiff’s long-established and successful business. 

The name “Marie Antoinette” became appurtenant to and inseparably 
connected with the premises, was a valuable property right and interest, 
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and formed an element in the value of the hotel premises in the nature of 
a trade-mark and belonged to the owner of the premises, the plaintiffs’ 
predecessor in title, and he would have had a right if had continued 
owner of the premises to restrain third persons from using the name in 
connection with their hotel. (Stogop Realty Co., Inc. v. Marie Antoinette 
Hotel Co., 217 App. Div. 555, quoting from headnote [16 T.-M. Rep. 438].) 

In that case the contention of the plaintiffs that they had the 
right to use the name Marie Antoinette on their hotel was sustained. 
(Stogop Realty Co., Inc. v. Marie Antoinette Hotel Co., supra.) 
(See, also, Louis’ Restaurant, Inc. v. Coffey, 1382 Misc. 690 [20 
T.-M. Rep. 441], and the cases therein cited; Fisher v. Star Co., 
321 N. Y. 414 [11 T.-M. Rep. 333].) 

In the case at bar it is perfectly apparent that the sole object of 
the defendant is to take advantage of the plaintiff’s business which 
it and its predecessors have built up for a period of thirty-five 
vears, in the course of which large sums of money have been spent 
in various forms of advertising in building up the good-will of 
apparently a successful business. 

The liability to deception and consequent injury justifies the 
issuing of an injunction pendente lite in a case like the present, as 
confusion and deception are likely to result from the similarity of 
names, and the proof in plaintiff’s moving papers that confusion 
has already resulted is evidence of the liability to deception. 

I am of the opinion that the plaintiff is entitled to the relief de- 
manded in the petition, and that such relief be granted pendente 
lite. Prepare order accordingly. 


Louis LowENnstTEIN v. LowENSTEIN’s, INc. 
Massachusetts Supreme Judicial Court 


April 8, 1936 


Unram Competition—“Lowenstern”—NaAmME oF INpIvIDUAL AND CorPora- 
tT1IoN—Srates Stratutes—Ricut to Use Name. 

Under a Massachusetts statute a man has the right to control the 
business use of his name. In the case where Louis Lowenstein with- 
drew from a corporation formed by himself and brother under the 
name “Lowenstein’s, Inc.” for the business of buying and selling used 
furniture, he was held not entitled to enjoin the use by a new cor- 
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poration, successors to the “Lowenstein’s, Inc.,” of the name “Lowen 

stein,” inasmuch as plaintiff did not prove that the name, the use of 

which he sought to enjoin, was in fact his name. 

In equity. Action to restrain alleged unfair competition in th 
use of a surname. From a final decree in favor of defendant, 
plaintiff appeals. Affirmed 


B. Goldman, of Boston, Mass., for plaintiff. 
L. A. Macey, of Boston, Mass., for defendant. 


DonanveE, J.: The plaintiff seeks in his bill in equity to have 
the defendant, a Massachusetts corporation, restrained from using 
the name “Lowenstein’s, Inc.,’”’ or the name “Lowenstein” in its 
business or as part of its corporate name or as a trade-name. He 
has appealed from a decree dismissing the bill entered by a judge 
of the Superior Court who heard the case on a master’s report. 

The plaintiff and his brother as partners were for many years 
engaged in the business of buying and selling new and used fur- 
niture. In 1926 they incorporated the business under the name 
“A. Lowenstein & Sons, Inc.” The two brothers controlled the 
corporation. In March, 1982, that corporation was succeeded by 
a new corporation named “Lowenstein’s, Inc.,” which continued 
the business on the same premises that had been occupied by its 
predecessor. The two brothers were incorporators, officers and 
directors of the second corporation. In August, 1932, they re 
signed as officers of the corporation but continued as its employees 
until November, 1932, when the plaintiff severed his connection 
with the corporation. Shortly afterwards the plaintiff's brother 
did likewise. 

Upon leaving the employ of the corporation the plaintiff searted 
a similar business next door to the premises of the corporation and 


in November, 1933, organized a corporation under the name 


“‘L. Lowenstein Co.” which took over his business. He was one of 


the incorporators, treasurer, manager and a director of the corpora- 
tion. 

In April, 1934, Lowenstein’s, Inc., advertised that it was con- 
ducting a sale of its stock of merchandise for the purpose of liqui- 
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dating its business. It held the sale and thereafter sold to one 
Gilman its unsold merchandise and other articles of personal 
property. It gave a bill of sale which included “All our right, 
title, and interest in and to the good-will and right to use the name 
‘Lowenstein’s, Inc.,’ or any similar name.” It also signed a writ- 
ten statement to the same effect which was filed with the commis- 
sioner of corporations. A new corporation, the defendant, was 
organized. Gilman who was one of the incorporators gave a writ- 
ten consent to the use of the name. The old corporation filed a 
petition for dissolution with the commissioner of corporations. 
The only place of business of the defendant is one-half mile dis- 
tant from the store of L. Lowenstein Co. No signs bearing the 
name “Lowenstein” are there displayed and its newspaper adver- 
tising has been confined to the statement that it desired to purchase 
used furniture and household furnishings. 

The bill alleges that the defendant is unfairly competing with 
the plaintiff. But the plaintiff as an individual is not shown to be 
engaged in any business. Even if we should assume that the de- 
fendant is unfairly competing with L. Lowenstein Co., that cor- 
poration and not the plaintiff as an individual would be entitled to 
relief from such competition. He concedes in his brief that “The 
rights of the plaintiff are purely statutory.” He here asserts 
rights under G. L. (Ter. Ed.) c. 110, § 4, which provides: 

A person who conducts business in the commonwealth shall not assume 
or continue to use in his business the name of a person formerly connected 
with him in partnership or the name of any other person, either alone 


or in connection with his own or with any other name or designation, 
without the consent in writing of such person or of his legal representa- 


tives. 

The word “person” as used in the statute includes a corporation. 
G. L. (Ter. Ed.) c. 4, § 7, cl. 28. C. H. Batchelder & Co., Inc. v. 
Batchelder, 220 Mass. 42, 46 [5 T.-M. Rep. 46]. 

The statute gives a man the right, unknown to the common law 
and to courts of equity, to control the business use of his name. 
Kelly v. Morrison, 231 Mass. 574, 577. It is in the nature of a 
property right which may be enforced not only by him, but where 


the use of the name is continued by another after his death, by his 
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legal representatives, when they see fit, regardless of the statute of 
limitations. Lodge v. Weld, 189 Mass. 499. Kelly v. Morrison, 
supra; Bowman v. Floyd, 8 Allen, 76. It is distinct from the right 
in equity to enjoin the use of a name where such use is misleading 
and of a character to deceive the public and thus harm the business 
of one using the name rightly. Carney Hospital v. McDonald, 
227 Mass. 231, 234. It is a proprietary right which may be en- 
forced although no damage is shown. Morse v. Hall, 109 Mass. 
109. Lawrence v. Hull, 169 Mass. 250. One seeking to enforce 
the right given by such a statute manifestly has the burden of 
proving that the name the use of which he seeks to restrain is in 
fact his name. 

The mere fact that the defendant’s corporate title included the 
word “Lowenstein,” which is the family name of the plaintiff, does 
not warrant the conclusion that the defendant has assumed and is 
using the name of the plaintiff within the meaning of the language 
of the statute. In order to make out a case under the statute the 
plaintiff was bound to show that it was his name rather than the 
name of some other Lowenstein that the defendant was using as 
part of its corporate name. Hallett v. Cumston, 110 Mass. 29, 32. 

The history of the past use of the word “Lowenstein” in con- 
nection with the furniture business so far as shown in the findings 
of the master may be briefly stated. During the long association 
of the plaintiff with his brother in their copartnership the firm 
name contained as “the prominent feature” the name “Lowenstein.” 
The first corporation which they formed to succeed to the business 
of the partnership was called “A. Lowenstein & Sons, Inc.” The 
second corporation which they organized to succeed to the business 
of the first was entitled “Lowenstein’s, Inc.” The master found 
that the name “Lowenstein” had acquired a meaning to some part 
of the public interested in new and second-hand furniture as being 
synonymous with the sale of new and used furniture. He did not, 
however, find and his findings do not warrant the conclusion, that 
the plaintiff had an exclusive right to use that name in connection 
with the business of buying and selling such furniture or that, as 
used in the titles of the successive business concerns with which the 
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plaintiff and his brother were associated, it was the name of the 
plaintiff rather than that of some other member or members of the 
family. 

When, by whom, and under what circumstances the name 
“Lowenstein” was first used by some member of the plaintiff's 
family in connection with the furniture business does not appear, 
nor does the full name of the partnership. The individual Lowen- 
stein whose name was used in the corporate title of the first cor- 
poration organized was “A. Lowenstein.” This manifestly did not 
designate the plaintiff Louis Lowenstein. The name of the second 
corporation formed by the two brothers, “Lowenstein’s, Inc.,” is 
in form the name of a single individual but it is not identifiable 
with any particular member of the family. There is nothing to 
indicate that the plaintiff was meant any more than his brother 
who was also an incorporator, officer and director of that corporation. 
On the three occasions when the brothers selected names, contain- 
ing the word “Lowenstein,’ under which business was to be con- 
ducted it is not shown that there was any agreement or even dis- 
cussion as to the name being used as the plaintiff's name. It does 
not appear that in the conduct of those business enterprises the 
public had come to identify the name “Lowenstein” as the plaintiff’s 
alone. 

On the findings of the master the most that can be said is that 
the family surname was used in successive business enterprises by 
the plaintiff and his brother and perhaps by other members of the 
family without identification at any time with the plaintiff per- 
sonally. The defendant took as its corporate name the name of 
the earlier corporation. ‘‘Lowenstein’s, Inc.,’’ was not the name 
of the plaintiff and the plaintiff has not shown that the word 
“Lowenstein” as used in the title of the earlier corporation was his 
name rather than the name of some other Lowenstein. The plain- 
tiff has failed to establish a fact essential to the granting of the 
statutory relief since he has not shown that the name used by the 


defendant in its corporate name was in fact the name of the plain- 
tiff within the meaning of the language of the statute. We need 
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legal representatives, when they see fit, regardless of the statute of 
limitations. Lodge v. Weld, 189 Mass. 499. Kelly v. Morrison, 
supra; Bowman v. Floyd, 3 Allen, 76. It is distinct from the right 
in equity to enjoin the use of a name where such use is misleading 
and of a character to deceive the public and thus harm the business 
of one using the name rightly. Carney Hospital v. McDonald, 
227 Mass. 231, 234. It is a proprietary right which may be en- 
forced although no damage is shown. Morse v. Hall, 109 Mass. 
109. Lawrence v. Hull, 169 Mass. 250. One seeking to enforce 
the right given by such a statute manifestly has the burden of 
proving that the name the use of which he seeks to restrain is in 
fact his name. 

The mere fact that the defendant’s corporate title included the 
word “Lowenstein,” which is the family name of the plaintiff, does 
not warrant the conclusion that the defendant has assumed and is 
using the name of the plaintiff within the meaning of the language 
of the statute. In order to make out a case under the statute the 
plaintiff was bound to show that it was his name rather than the 
name of some other Lowenstein that the defendant was using as 
part of its corporate name. Hallett v. Cumston, 110 Mass. 29, 32. 

The history of the past use of the word “Lowenstein” in con- 
nection with the furniture business so far as shown in the findings 
of the master may be briefly stated. During the long association 
of the plaintiff with his brother in their copartnership the firm 
name contained as “the prominent feature” the name “Lowenstein.” 
The first corporation which they formed to succeed to the business 
of the partnership was called “A. Lowenstein & Sons, Inc.’’ The 
second corporation which they organized to succeed to the business 
of the first was entitled ““Lowenstein’s, Inc.” The master found 
that the name “Lowenstein” had acquired a meaning to some part 
of the public interested in new and second-hand furniture as being 
synonymous with the sale of new and used furniture. He did not, 
however, find and his findings do not warrant the conclusion, that 
the plaintiff had an exclusive right to use that name in connection 
with the business of buying and selling such furniture or that, as 
used in the titles of the successive business concerns with which the 
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plaintiff and his brother were associated, it was the name of the 
plaintiff rather than that of some other member or members of the 
family. 

When, by whom, and under what circumstances the name 
“Lowenstein” was first used by some member of the plaintiff's 
family in connection with the furniture business does not appear, 
nor does the full name of the partnership. The individual Lowen- 
stein whose name was used in the corporate title of the first cor- 
poration organized was “A. Lowenstein.” This manifestly did not 
designate the plaintiff Louis Lowenstein. The name of the second 
corporation formed by the two brothers, “Lowenstein’s, Inc.,” is 
in form the name of a single individual but it is not identifiable 
with any particular member of the family. There is nothing to 
indicate that the plaintiff was meant any more than his brother 
who was also an incorporator, officer and director of that corporation. 
On the three occasions when the brothers selected names, contain- 
ing the word “Lowenstein,” under which business was to be con- 
ducted it is not shown that there was any agreement or even dis- 
cussion as to the name being used as the plaintiff's name. It does 
not appear that in the conduct of those business enterprises the 
public had come to identify the name “Lowenstein” as the plaintiff’s 
alone. 

On the findings of the master the most that can be said is that 
the family surname was used in successive business enterprises by 
the plaintiff and his brother and perhaps by other members of the 
family without identification at any time with the plaintiff per- 
sonally. The defendant took as its corporate name the name of 
the earlier corporation. ‘“Lowenstein’s, Inc.,” was not the name 
of the plaintiff and the plaintiff has not shown that the word 
“Lowenstein” as used in the title of the earlier corporation was his 
name rather than the name of some other Lowenstein. The plain- 
tiff has failed to establish a fact essential to the granting of the 
statutory relief since he has not shown that the name used by the 


defendant in its corporate name was in fact the name of the plain- 
tiff within the meaning of the language of the statute. We need 
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not consider whether there are other grounds which require the 
denial of the relief sought. 

Cases relied on by the plaintiff did not involve the question 
here decisive. In C. H. Batchelder & Co., Inc. v. Batchelder, supra, 
there was no question raised as to the lack of identity between the 
name of the individual and the name of the corporation. There the 
name of the corporation included the initials of the defendant as 
well as his surname. The “name” in question in Page v. Page & 
Shaw Chocolate Co., 240 Mass. 505 [12 T.-M. Rep. 111], was the 
full partnership name Page & Shaw. There is no suggestion that 
the names of the individual Page or the individual Shaw were being 
protected. 

The plaintiff further contends that the bill of sale given by the 
original corporation entitled “Lowenstein, Inc.,’’ was not adequate 
to transfer the right to use that name. This contention we need 
not consider since we hold that the plaintiff has not shown such 
right to control the business use of the name “Lowenstein” as to 
entitle him to relief under the statute. Lack of right in the plain- 
tiff would not be cured by showing lack of right in the defendant. 

Decree affirmed. 


DecIsIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Reopening 


Frazer, A. C.: This is an appeal from the Examiner of Trade- 
Mark Interferences in a proceeding instituted by American Brewing 
Company, seeking cancellation of trade-mark registration No. 188,- 
408, issued August 26, 1924, to Delatour Beverage Corporation. 

Upon registrant’s failure to answer the petition within the time 
fixed in the notice, petitioner moved for judgment on the record. 
In response to that motion America Dry Corporation, claiming 
to be the owner by assignment of the registration sought to be 
canceled, tendered an answer and requested that it be substituted 
for the party Delatour Beverage Corporation. The motion for 
substitution was granted by the examiner, the answer accepted, and 
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times set for the taking of testimony and for final hearing. Peti- 
tioner took testimony but respondent failed to do so, relying for 
proof of ownership of the registered mark on certified copies of 
several assignments thereof as recorded in the Patent Office. At 
final hearing petitioner renewed its motion for judgment “on the 
ground that the evidence in the record fails to show any sufficient 
interest to establish any right in the America Dry Corporation to 
intervene to defend the right of registration of the registrant.”’ 

The appeal is from a decision granting the motion for judg- 
ment, after denial of respondent’s motion, several times renewed, 
to reopen for the purpose of taking testimony to prove execution of 
the assignments. 

The first question to be determined is whether a transfer of 
title is sufficiently proved by evidence of the recording in the Patent 
Office of the purported assignment of a trade-mark registration. 
The Examiner declared his willingness to consider certified copies 
of the recorded assignments “the full equivalent” of the originals, 
but held that neither was “primary evidence.” This ruling was 
unquestionably correct. There is neither rule nor statute making 
the recording of an assignment of this character proof of its 
validity. Nor do I know of any exception, other than statutory, to 
the fundamental rule that the execution of a private writing must 
be established to make such writing competent evidence for any 
purpose. Having failed to prove any interest in the registration 
sought to be canceled, respondent was properly held to be without 
right to resist the petition for cancellation. 

Respondent, however, moved to reopen for the purpose of tak- 
ing testimony to prove the execution of the assignments pleaded in 
its answer. This motion was denied because the accompanying 
showing was considered “insufficient in that it fails to comply with 
all the provisions of patent rule 154 (d).” In my opinion that rule 
is inapplicable to the situation here presented. It has to do with 
the extension of time to take testimony and the showing required in 


support of a motion for such extension. This is a motion to reopen, 


invoking the discretion of the trial tribunal independently of any 
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rule other than that of substantial justice between the parties. 64 
C. J. 164. 

It appears from the affidavit of respondent’s counsel that his 
failure to take the necessary testimony was due to a misunder- 
standing on his part, and it appears from the entire record that 
justice will be best subserved by deciding this case on the merits. 
I do not think a registration of so long standing should be canceled 
until every reasonable opportunity has been given the asserted 
owner to establish its title and make its defense. An examination 
of the record convinces me that the motion to reopen should have 
been granted. 

For the reasons stated the decision appealed from is reversed, 
and the cause is remanded to the Examiner of Trade-Mark Inter- 
ferences with directions to permit respondent to take testimony 
limited to the alleged execution and delivery of the assignments 
pleaded in its answer, and thereafter to make such further dis- 
position of the proceeding as he shall deem proper.’ 


Frazer, A. C.: Superior Oil Works appeals from a decision 
of the Examiner of Trade-Mark Interferences denying its motions, 
one filed on the day of the final hearing and one the day after, to 
reopen this proceeding for the purpose of taking certain additional 
testimony. 

Appellant urges that the evidence which it now proposes to in- 
troduce was omitted through the inadvertence of both counsel and 
witness. Respondent argues that the showing made does not meet 
the requirements of the Federal Equity Rules, as interpreted by 
the courts; and cites numerous cases illustrating the showing which 
has been considered necessary to warrant the granting of a motion 
under Rule 69, which governs petitions for rehearing. In denying 
the motions to reopen the Examiner appears to have adopted re- 
spondent’s line of reasoning. 

At the present stage of this proceeding appellant’s motions are 
not petitions for rehearing, and Rule 69 does not apply. A petition 


1 American Brewing Company v. Delatour Beverage Corp. (America 
Dry Corp., substituted), Canc. No. 2650, April 20, 1936. 
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for rehearing presupposes a final decision, and is the equivalent of a 
motion for a new trial in actions at law. Giant Powder Co. v. 
California Vigorit Powder Co., 5 Fed. 197. Here there has been 
no judgment, and the sufficiency of appellant’s showing must be 
determined by Federal Equity Rule 56, which relates to reopening 
after “expiration of time for depositions.” This rule provides that 
“thereafter no further testimony by deposition shall be taken except 
for some strong reason shown by affidavit.’”” In cases governed by 
this rule the moving party is not “prompted by the stimulus of de- 
feat,’ and its interpretation by the courts has been most liberal in 
order to afford substantial justice between the parties. For ex- 
ample in Sharp v. Wyckoff, 39 N. J. Eq. 95, it was said: 


In the case in hand, it seems that the insufficiency of the proof is due to 
inadvertence of counsel. The case will stand over until after the additional 
proof shall have come in. 


And again, in Klein v. Carnoff, 145 N. Y. S. 88, the following 
language appears: 


He (the defendant) was also denied the right after the case had been 
technically “closed,” to supply an omission which occurred through his 
oversight. It is scarcely necessary to cite an authority for the rule that, 
in the exercise of a wise discretion, where no rights of the opposite party 
can, by any possibility, be prejudiced, a party should be allowed to reopen 
the case to supply such an omission. 


In H. Kuhn & Sons v. Letts, 52 App. D. C. 236, 285 Fed. 970 
[10 T.-M. Rep. 381], which was a trade-mark interference case, a 
motion similar to the ones here involved had been denied by the 
Patent Office, and the Court of Appeals of the District of Columbia, 
while affirming the Commissioner’s action, nevertheless expressed 
its disapproval thereof as follows: 


We may add that it would have been better practice for the Commis- 
sioner when the case was first before him to have granted the appellee’s re- 
quest to reopen it that he might offer additional testimony relative to inter- 
state use. No testimony should be excluded, though objected to, unless it 
is manifestly improper. This is in accordance with general equity practice 
in the Federal courts which governs here. Then, when the case comes be- 
fore us on appeal we will have all the testimony, whether received under 
objection or otherwise, and we may consider it—“the evidence produced be- 
fore the Commissioner’—and give to it such weight as we may think 
proper. 


Being convinced that the omission of proof here sought to be 
remedied was due to the inadvertence of counsel, I have concluded 
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that appellant’s motions should have been granted. Accordingly, 
the Examiner of Trade-Mark Interferences is directed to permit 
appellant to take additional testimony, limited to that mentioned in 
its motions, and thereafter to make such disposition of the case as 
he shall deem proper; and to that end the decision appealed from is 
reversed.” 


Conflicting Marks 


Frazer, A. C.: Held that the applicant was not entitled to 
register the word “Uneed-A-Lax” as a trade-mark for laxatives 
in chocolate form on the ground of the registration by opposer of 
the word “Uneeda” on medicated candies. 

The grounds of the decision were that the marks were descrip- 
tively similar and the goods of the same descriptive properties. 


In answering applicant’s contention that the evidence adduced 


failed to show that opposer’s trade-mark was in use by opposer 


when opposition was filed, the Assistant Commissioner stated: 


Section 16 of the act provides that registration of a trade-mark “shall 
be prima facie evidence of ownership” of the registered mark. It is funda- 
mental in the law of trade-marks that there can be no ownership in the 
absence of use, so that prima facie evidence of ownership necessarily car- 
ries with it a prima facie presumption of use. The evidence in the present 
record fails to overcome such presumption. In the brief on appeal appli- 
cant says: 

“No one is better fitted to tell that the opposer did make or does make 
medicated candies than is the opposer itself. Having knowledge of the 
importance of such testimony and not producing such testimony, the 
opposer compels the assumption that no such testimony could be adduced.” 


In my opinion this is not enough. Until some positive evidence was 
presented, of sufficient weight to outbalance opposer’s prima facie showing, 
opposer was not required to make further proof of use of its registered 
mark on the goods described in the registration. In the absence of such 
evidence the opposition should have been sustained.® 


Frazer, A.C.: This is an appeal from the Examiner of Trade- 
Mark Interferences who sustained the opposition of John Walker 


2 Superior Oil Works v. Galena Axle Grease Co. (now, by change of 
name, Galena Mfg. Co. of Illinois), Canc. No. 2,574, August 31, 1936. 

8 National Biscuit Company v. LaCross Chemical Company, Inc., Opp’n 
No. 13,960, August 14, 1936. 
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& Sons, Limited, to the registration applied for by W. & H. Walker, 
Inc., and further adjudged the involved trade-mark unregistrable 
regardless of opposer’s rights in the premises. 

Both parties apply their marks to whisky, and priority of use 
is not in issue, so that the only question to be determined so far as 
the opposition is concerned in whether applicant’s mark so nearly re- 
sembles the mark of opposer as to be likely to confuse the public or 
to deceive purchasers. Applicant’s mark is the name “Tom 
Walker,” printed beneath two concentric circles enclosing the rep- 
resentation of a horse and a tree. The mark relied on by opposer 
is “Johnnie Walker,” either alone or accompanied by various design 
features, which is protected by a number of registrations. 

Applicant complains that the Examiner of Interferences based 
his findings of confusing similarity on a comparison of two names, 
‘Tom Walker” and “Johnnie Walker,” and failed to give proper 
weight to the design feature of applicant’s mark. It is true, of 
course, that the marks must be considered in their entireties, but 
it is likewise true that a pictorial representation cannot be spoken. 
Applicant’s goods would necessarily be known and called for as 
“Tom Walker” whisky, just as opposer’s goods are known and 
called for as “Johnnie Walker’ whisky. 

The several points discussed in applicant’s brief on appeal 
have been given careful consideration, but I am not convinced that 
the Examiner committed any substantial error. In my opinion con- 
fusion would inevitably result from the concurrent use of these 


trade-marks on whisky, notwithstanding the fact, emphasized in 


the brief, that opposer’s whisky is of the “Scotch” variety while 


that of applicant is rye and bourbon. ... 

Moreover, I agree with the Examiner of Interferences that 
applicant’s mark must be refused registration in any event, as con- 
sisting “‘merely in the name of an individual . .. . not written, 
printed, impressed or woven in some particular or distinctive man- 
ner.’ The Court of Appeals of the District of Columbia, in the 
case of In re Artesian Manufacturing Co., 37 App. D. C. 113 [1 
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' 


T.-M. Rep. 58], approved and adopted the following rule to be} 








followed in applying the foregoing language of the statute: 


It is believed that the controlling principle underlying the requirement 
of the statute that a mere name, unless written or printed in a distinctive 
manner, may not be registered, is that the distinctive manner in which the 
name is displayed must be of a character as to give such a distinct im- 
pression to the eye of the ordinary observer as to outweigh the significance 
of the mere name. 


There is nothing distinctive in the display of the name “Tom 
Walker” in applicant’s mark, save its association with the picture 
of a horse and a tree. This design feature is entirely separated 
from the name, and in no way serves to “outweigh the significance 
of the mere name.” In fact that significance is the only distinct 
impression that the ordinary observer would be likely to retain 
after seeing one of applicant’s labels. 

For the reasons stated the decision of the Examiner of Trade- 
Mark Interferences is affirmed.‘ 


Scandalous Matter 


Frazer, A. C.: The Examiner of Trade-Marks refused to 
register the word “Madonna” as a trade-mark for wines, and appli- 
cant appeals. 

Section 5 of the Act of February 20, 1905, prohibits registration 
of any trade-mark which “consists of or comprises immoral or 
scandalous matter.” “Scandalous” is defined in Webster’s New In- 
ternational Dictionary as “giving offense to the conscience or moral 
feelings; exciting reprobation; calling out condemnation; involving 
scandal.” I think the use of “Madonna,” in connection with the 
particular goods here involved might very properly give offense to 
the conscience and moral feelings of a considerable portion of the 
public; and I am therefore constrained to agree with the Examiner 
that applicant’s mark is scandalous” within the meaning of the 
statute. 

The decision of the Examiner of Trade-Marks is affirmed.° 


4John Walker & Sons, Ltd. v. W. & H. Walker, Inc. (Tom Walker, 
assignee, substituted), Opp’n 13,940, August 27, 1936. 
5 Ex parte Riverbank Canning Co., Ser. No. 346,322, August 27, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 











